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FasHION Originators Gui_p INc. v. FEDERAL TRADE COMMISSION 
United States Circuit Court of Appeals, Second Circuit 
July 22, 1940 


Unrair CoMPeTiITION—FeperAL Trape Commission Act—Boycorrs—StTyLe 
Design Prracy. 

The methods used by petitioner, an association of dress manufac- 
turers, whereby it induced its members to refuse to sell dresses to re- 
tailers who purchased or had manufactured dresses copying the so-called 
“original designs” fabricated by the Guild, held an unlawful combina- 
tion and hence unfair competition, even though the effect of such boy- 
cott might be beneficial to the industry, particularly inasmuch as the 
designs in question were neither patented nor copyrighted. 

Unratr Competirion—Feperat Trap— Commission Act—AtTrempr To Re- 
strict SALE or UNPATENTED AND UNcopyriGHTep Designs—Pvus- 
LICATION. 

In the case at issue, regardless of whether respondent’s designs could 
be registered or not, “publication” of them was a surrender of all its 
common law property right thereunder. 


Unratr ComMPetirionN-—FEpERAL TrApE ComM™mission Act—Boycorrs—WuHEN 
LAWFUL. 


A combined refusal to deal with anyone as a means of preventing 
him from dealing with the third person against whom a combined action 


is directed is a boycott; and a boycott is prima facie unlawful; it must 
be justified. 


Unrair Competition—Feperat Trape Commission Actr—Trape ComBina- 
TIONS—UNLAwFut Mernuops. 


There are some trade combinations that nothing will excuse, the 
accepted criterion being that when the means is unlawful per se, the 
purposes of the confederates will not justify them. 

In equity. On petition to review a “‘cease and desist’’ order of 


the Federal Trade Commission. Order affirmed. 


Milton C. Weisman, of New York City, for the petitioners. 
Everett F. Haycraft, of Washington, D. C., for the respondent. 


L. Hanp, C. J.: This case comes before us on petition to review 
an order of the Federal Trade Commission, directing the petitioners 
to “cease and desist’ from certain “unfair trade practices’ in inter- 
state commerce. The principal respondent below, the Fashion 
Originators Guild, and its members sell medium and high priced 
women’s dresses to retailers, who select from designs exhibited in 


show rooms in New York City. The members make their dresses 


from what they assert to be “original designs” of their own, to pro- 
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tect which the Guild was organized in 1932, though the designs ar 
neither patented nor copyrighted. About a fourth of all women’s 
dresses made in this country sell for more than $10.75, and the 
Guild (disregarding whether they were members for the whole year 
in 1935 sold 42 percent of these; their sales of cheaper dresses were 
less, though in the next lowest grade, $6.75 to $10.75, they were 10 
percent of the total sales in that class. (The Commission found 
much higher percentages than these; but for the purposes of th: 
case it is not necessary to do more than to take the Guild’s own 
figures.) In order to prevent what the Guild calls “style piracy,’ 
that is, the copying of their “original designs,’ the Guild and its 
members refuse in combination to sell any dresses to retailers who 
purchase, or order to be manufactured, dresses which the Guild finds 


embody copies of its designs. For that purpose it has set up a 


“Piracy Committee” which decides which of the designs “registered”’ 
by its members, are “originals” ; it employs shoppers in various parts 
of the country who visit the shops of retailers and report delin- 
quents ; if a retailer is found to be selling “pirated designs,’ he must 
stop doing so, or he will get no more dresses of any sort,from the 
Guild; nor will he be allowed to see the designs exhibited in its New 
York show rooms. Retailers who cooperate with the Guild must 
agree to accept the decision of the “Piracy Committee,’ and must 
return to sellers any dresses that have been “pirated”; they must 
also agree to abide by the Guild’s regulations. Furthermore, in their 
sales they must warrant to the customer that the designs of the 
dresses they sell have not been “pirated.”” The Guild keeps a card 
index in which it enters upon red cards the names of those retailers 
who fail in any of these regards. It also maintains the “National 
Federation of Textiles,’ in which textiles are “registered” like 
dresses, and the dressmaker members of the Guild agree that they 
will not buy “unregistered” fabrics; conversely, textile members of 
the Guild agree to sell only to dressmakers who are parties to the 
combination. About twelve thousand retailers had signed the agree- 
ment by the end of the year 1935, and were cooperating with the 


Guild. Besides the Guild proper, several other subsidiary organi- 
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zations were made parties to the proceeding, as well as their officers 
and members and those of the Guild; it is not necessary, however, to 
describe the relations of the subsidiaries to the parent. ‘The Com- 
mission, having found the foregoing facts, made an order appropri- 
ate to break up the combination, which the respondents petitioned to 
review. 

The findings are supported by an abundance of evidence and are 
indisputable; they do not go beyond the conceded purposes of the 
Guild, which does not indeed deny them, but on the contrary seeks 
to justify the combination. It says that the sanctions which it im- 
poses were necessary to protect the industry as a whole from “‘de- 
moralization” and the “property” of its members from appropria- 
tion. In great detail it offered to prove what were the results of 
allowing “style piracy’ to continue; how disastrous it was to all 
those in the business—manufacturers, retailers and customers— 
how “style pirates” in some instances gained access to their designs 
by bribery, burglary and other crimes; how the Guild had benefited 
the whole industry by the elimination of such evil practices. The 
Commission refused to receive any evidence of the kind; it held that 
the combination was unlawful per se; thereby, by implication ruling 
that even though the combined interests of all those affected made 
“style piracy” an evil, the manufacturers could not lawfully unite to 
suppress it by the means employed. 

At the outset a preliminary question arises which we must dis- 
pose of before we proceed to the merits. The Commission asks us 
not to consider the proffered evidence on the ground that the Guild’s 
only remedy was under § 5 of the Act; that is, having failed to 
“apply to the court for leave to adduce additional evidence,” it lost 


its only opportunity to question or correct any ruling made during 


the hearing. This argument rests upon an obvious misunderstanding 


of the section, and would incidentally result in a procedure that 


would greatly hamper, if it did not destroy, the effectiveness of 
the Commission itself. Section five is not directed to the correction 
of errors committed by the Commission during its proceedings or at 


any other time; it is analogous to a motion for a new trial upon newly 
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discovered evidence. This appears from its very language, which 
makes it a condition upon the relief granted that “there were rea- 
sonable grounds for the failure to adduce such evidence in the pro- 
ceeding before the Commission.” It is absurd to speak of the exclu- 
sion of evidence as a “failure to adduce” it. Moreover, the notion 
that every time an examiner erroneously rules out evidence at a 
hearing, the respondent must apply first to the Commission, and then 
to the court, to correct his error at the risk of forfeiting all right to 
complain, scarcely needs to be stated to be answered. It contradicts 
the whole presupposition on which the statute was drawn; i.e., that 
the court shall have no jurisdiction over the proceedings until the 
Commission has concluded the case. Chamber of Commerce v. 
Federal Trade Commission, 280 Fed. Rep. 45, 48 (C. C. A. 8). Cf. 
Federal Power Commission v. Edison Co., 304 U. S. 875, 884, 385; 
Jones v. Securities § Eachange Commission, 79 F. (2d) 619 
(C. C. A. 2). We must therefore decide the case as though the 
Guild had proved what it offered to prove; that is, we must decide 
whether its offer was relevant. If it was, the case must go back for 
further hearing, because the Examiner made it plain that he would 


hear nothing of the kind suggested; and his refusal absolved the 


Guild from the idle ceremony of swearing witnesses and questioning 


them. We proceed therefore to the merits. 

The author of a design for a dress should be deemed to be on the 
same footing as the author of a drawing or a picture; and the author 
of a drawing or a picture has a “common-law property” in its repro- 
duction. Prince Albert v. Strange, 1 MeN. & G. 25, 43; Turner v. 
Robinson, 10 Ir. Ch. 121; S. C. on appeal, 10 Ir. Ch. 510; Parton v. 
Prang, Fed. Cas. 10, 784; Oertel v. Wood, 40 How. Pr. (N. Y.) 10; 
Oertal v. Jacoby, 44 How. Pr. (N. Y.) 179. The controversy as to 
whether “intellectual property” is lost by “publication” goes back 
to the Eighteenth Century. The great case of Donaldson v. Beckitt, 
4 Burr. 2408, decided, although by a narrow vote, that it is not so 
lost; but it also decided that the statute destroyed the “property” 
itself; and the result in most cases was therefore the same as though 
publication was an abandonment, since the act applied only to 
published works. It would follow, if Donaldson v. Beckitt, supra 
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(4 Burr. 2408) remains law in all that it held, that so far as the 
statute does not cover such property, publication” does not destroy 
it, and that it is therefore perpetual. Mr. Drone in his well-known 
work (A Treatise on the Law of Property in Intellectual Produc- 
tions, 1879) insists that this is the only proper result (pp. 116- 
118); but his opinion was obviously much colored by his passionate 
disapproval of Donaldson v. Beckitt, supra (4 Burr. 2408) anyway ; 
and we think that the logic, if inexorably applied, is overwhelmed 
by the practical absurdity of the result. It would certainly be a 
strangely perverse anomaly that turned the grant of statutory copy- 
right into a detriment to the ‘author’; yet it would be hard to prove 
that the statutory remedies conferred made up for the limitation of 
the monopoly. Omission of property from the act would be a 
bonanza to those who possessed property of that kind. Although it 
it true that when Donaldson v. Beckitt, supra (4 Burr. 2408) was 
decided, there was considerable “intellectual property” which the 
statute did not cover, we do not believe that the judges would have 
countenanced such a result, and the implications of Turner v. Robin- 
son, supra (10 Ir. Ch. 121, S. C. 10 Ir. Ch. 510) were very clearly 
to the contrary. When in this country the Constitution (§ 8, Art. 1) 
gave to Congress power to “secure” to authors the “exclusive Right 
to their .... Writings,” it was to be only “for limited Times,” and 
did not allow a perpetual copyright. The purpose so disclosed is 


certainly inconsistent with the assumption that an author—notwith- 


standing publication and full enjoyment of his “common-law prop- 
erty’—might maintain his monopoly for “unlimited Times.’”’ While 


we have been unable to discover any case which squarely presented 


the situation—that is, in which “intellectual property,” not covered 
by the copyright act then in existence, was challenged because of 
its “publication”—there are plenty of general expressions in the 
books that the “common-law property” does not survive. Wheaton 
v. Peters, 8 Pet. 591, 658; Bobbs-Merrill Co. v. Straus, 210 U. S. 
339, 347; American Tobacco Co. v. Werckmeister, 207 U. S. 284, 
299, 300; Caliga v. Inter Ocean Newspaper, 215 U. S. 182, 188; 
Werckmeister v. American Lithographic Co., 184 Fed. Rep. 321, 
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324-326 (C. C. A. 2); Parton v. Prang, supra, 1277 (Fed. Cas. 
10784); Palmer v. DeWitt, 47 N. Y. 582, 586-538; Jewelers Mer. 
Agency v. Jewelers Publishing Co., 155 N. Y. 241; Oertel v. Jacoby, 
supra, p. 188 (44 How. Pr. 179); Waring v. WDAS Broadcasting 
Station, 194 Atl. 631, 635, 636 (Pa.); Chamber of Commerce vy. 
Wells, 100 Minn, 205 (111 N. W. 157, 159). We conclude therefor: 
that, regardless of whether the Guild’s designs could be registered 
or not, ‘‘publication” of them was a surrender of all its “common-law 
property” in them. 

To embody a design in a dress or a fabric, and offer the dress for 
general sale was such a “publication”; nothing more could be done 
to bring it into the public demesne. It may be unfortunate—it may 
indeed be unjust—that the law should not thereafter distinguish 
between “‘originals’’ and copies; but until the copyright law is 
changed, or until the Copyright Office can be induced to register 
such designs as copyrightable under the existing statute, they both 
fall into the public demesne without reserve. Cheney Bros. v. Doris 
Silk Corp., 35 F. (2d) 279 (C. C. A. 2). The Guild has therefore 
no more excuse for preventing other dressmakers from copying one 
than the other. Indeed, it is conceivable that those who might go to 
the trouble and expense of seeking out the best-known dressmakers 
of Paris, and of copying their models and designs—as was frequently 
doire—should assert that by investing so much, they too acquired a 
“property” in the designs they brought back which ought to be pro- 
tected against all but the author himself. We are therefore to judge 
the Guild as a combination seeking to exclude outsiders from a 
market to which they have as lawful access as it has itself. 

A combined refusal to deal with anyone as a means of preventing 
him from dealing with a third person, against whom the combined 
action is directed, is a boycott; and a boycott is prima facie unlaw- 
ful; it must be justified. United States v. American Livestock Com- 
pany, 279 U. S. 435, 437; Restatement of Torts, § 765 (1). That 
it can be justified we have indeed very recently said in Millinery 
Creators’ Guild v. Federal Trade Commission, 109 F. (2d) 175, 176 


[30 T.-M. Rep. 301]; and in the case at bar, for example, it would 
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be a lawful form of self-help for members of the Guild to refuse in 
combination to deal with retailers who knowingly bought dresses of 
those who had stolen “unpublished” designs; or who got access to 
them by any other crime, or by a breach of promise not to use them; 
further, it would be lawful to refuse to deal with a retailer who 
knowingly bought of one who copied “unpublished” designs, with- 
out the author’s consent, however the copier gained access to them. 
But that excuse does not extend to a boycott of retailers who buy 
dresses copied from “‘published’”’ designs; if that is to be justified, 
the excuse must be found elsewhere. Many trade combinations 
which affect competition are lawful, when they are designed to 
prevent trade “abuses”; they are “reasonable,” though perhaps to 
say so is no more than to state the problem. Appalachian Coals, Inc. 
v. United States, 288 U. S. 344, 374; Sugar Institute v. United 
States, 297 U. S. 553, 598. Certainly it is not true that the lawful- 
ness of every combination depends upon whether it “‘reasonably” 
corrects trade “‘abuses”; there are some combinations that nothing 
will excuse. The accepted rubric for this is that when the means 
are unlawful per se, the purposes of the confederates will not 
justify them. Sugar Institute v. United States, supra, 599 (297 


U.S. 553). The most recent example of this is the Supreme Court’s 


reaffirmation of the unconditional illegality of price-fixing, in spite 
of the probability that the combination in fact benefited the industry. 
United States v. Socony-Vacuum Co., 309 U. S. —. However 
grave the industrial disorders, that remedy was not permissible; the 


industry may restore itself by many devices, but not by all. 


The case at bar is not one of price-fixing, and for that reason 
United States v. Socony-V'acuum Co., supra (809 U. S. —) does 
not control, for the members of the Guild are free to compete with 
each other in price or in any other way they choose. The purpose 
was no more than to exclude “‘piratical”’ dressmakers from any share 
in the market for “original’”’ designs; all else was left open. Success 
in that purpose might, or might not, result in an increase in price to 
the consumer, or in that stabilization of prices which United States 
v. Socony-Vacuum, supra, condemned. Nobody can tell what 
will be its effect because, although the exclusion of the “piratical” 
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dressmakers will reduce the supply and price is normally a function 
of supply, it does not appear that the Guild has not a reserve of pro 
ducing power equal to what it excludes. If so, it may well be able 
to take up the slack, so to say, created by its efforts, and free com- 


petition among the members may keep prices as low and as way- 


ward as they were before. Price fixing is not, however, the only 


means unlawful per se; the interest of the consumer is not all that 
determines the “reasonableness” of a contract “in restraint of 
trade.” It is also unlawful to exclude from the market any of 
those who supply it—assuming that there is no independent reasen 
by virtue of their conduct to justify their exclusion—and it is no 
excuse for doing so that their exclusion will result in benefits to 
consumers, or to the producers who remain. Montague & Co. vy. 
Lowry, 193 U.S. 38, 47; Eastern States Retail Lumber Dealers As- 
sociation v. United States, 234 U. S. 600, 611; Binderup v. Pathe 
Exchange, 263 U. S. 291, 311, 312; Anderson v. Shipowners Asso- 
ciation, 272 U. S. 359, 363; Bedford Cut Stone Co. v. Journeymen 
Stone Cutter’s Association, 274 U. S. 37, 54; Paramount Famous 
Corp. v. United States, 282 U.S. 30, 48, 44; United States v. First 
National Pictures, Inc., 282 U. S. 44, 54; National Harness Asso- 
ciation v. Fed. Tr. Comm., 268 Fed. Rep. 705, 712 (C. C. A. 6); 
Wholesale Grocers Ass’n v. Fed. Tr. Comm., 277 Fed. Rep. 657, 
668 (C. C. A. 5); Butterick Publishing Co. v. Fed. Tr. Comm., 85 
F. (2d) 522 (C. C. A. 2) [26 T.-M. Rep. 643]. There is another 
reason supporting this conclusion. A successful combination among 
a part of the producers to exclude others, even when not accom- 
panied by an agreement fixing prices, puts into their hands collec- 
tively the power to control the supply and with it the price. The 
fact that that power is not at the moment exercised is no assurance 
that it may not be; if the effort succeeds and the combination is not 
disrupted, it may at any time be used, and there will then be no 
protection to the consumer. 

Finally, it is of no consequence that the Guild does not supply the 
whole market for women’s dresses; it aims at a monopoly however 


small its share of total sales. The reason is as follows: Although 
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all dresses made after one design are fungibles, the different designs 
themselves are not fungibles. Each has its own attraction for buy- 
ers; each is unique, however trifling the basis for preferring it may 
be. Hence to attempt to gather to oneself all possible reproductions 
of a given design is to attempt to create a monopoly, as at once ap- 
pears from the fact that a copyright for it—and a fortiori a design 
patent upon it—would be ranked as a monopoly. It is true that the 
sanction of that monopoly may be very weak; it depends upon the 
design’s attractions above other designs, often not a very important 
margin of advantage. But the same is true of nearly all monopolies, 
for there are substitutes for most goods. As to each design there- 
fore the Guild is seeking to establish a monopoly; and it is unim- 
portant whether its gross sales are large or small, as compared with 
those of all women’s dresses. For these reasons the combination 
was unlawful per se; the Commission was right in refusing to hear 
any evidence in its excuse, for it could have no excuse; the case is 
the same as Millinery Creators’ Guild v. Federal Trade Commission, 
supra. Similarly, the conduct of the Examiner in shutting off 
cross-examination and the like—of which the Guild urgently com- 
plains—was proper; the case stood admitted, no defense was possi- 
ble; indeed, so far as the Guild has any complaint whatever, it is that 
the hearings against it were drawn out most unnecessarily. 

In 1987 the First Circuit did indeed affirm a decree which dis- 
missed a bill in equity brought against the Guild by a retailer. 
Wm. Filene’s Sons Co. v. Fashion Originators Guild, 90 F. (2d) 556. 
We cannot find any distinction between the facts as there found and 


those which we feel bound here to take as though proved; and it 


follows from what we have already said that we are unwillingly 


forced to a different conclusion. ‘That difference lies in the fact 
that, as we have said, we do not understand that a court will inquire 
into whether a combination benefits an industry when the means used 
are themselves unlawful; and that to try altogether to exclude others 
from manufacturing what they are free. to make, is an unlawful 
means. If on the other hand the First Circuit believed that the 


“originator” of a design has an interest to protect greater than one 
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who has merely appropriated an existing design at his own labor 
and expense, we cannot agree as to that either. 
The order will therefore be affirmed, except that—as in Butterick 


Publishing Co. v. Federal Trade Commission, supra, 526, 527 (85 


F. [2d] 522)—it will not be understood to apply to cases in which 
a retailer knowingly buys dresses, access to the design of which has 
been procured (1) by fraud, bribery or any other crime, (2) through 
some breach of contract, or (3) before the design has by “publica- 
tion’’ come into the public demesne. 

Order affirmed. 


RECONSTRUCTION FINANCE CorRPORATION Vv. J. G. MENIHAN Corp., 


ET AL. 
United States Circuit Court of Appeals, Second Circuit 
May 13, 1940 


TrapvE-Mark INFRINGEMENT AND UNFair Competir1ion—DiIsmissAL or Bini 
witHout Costs—APPEAL. 

Although in equity the matter of costs lies within the discretion of 
the trial court, this rule does not apply when the power of the court and 
not merely the exercise of its discretion is the controverted question. 
Where, therefore, in an action by appellant, a governmental agency, for 
trade-mark infringement and unfair competition, the bill was dismissed 
with the costs denied, held that the district court had power to allow 
costs to the defendants on dismissal of the complaint, and that it was 
also within the power of said court to grant the motion for an addi- 


tional allowance. 

In equity. Action for trade-mark infringement and unfair com- 
petition. From an order of the United States District Court, West- 
ern District of New York, denying costs, defendants appeal. Re- 
versed and remanded. 


Werner, Harris & Tew (Hugh J. O’Brien, of counsel), all of 
Rochester, N. Y., for appellants. 

Effingham Evarts, C. J. Durr, Assistant General Counsel and 
Hans A. Klagsbrunn (Sol A. Liebman, of counsel), all of 
New York City, for appellee. 
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Swan, C. J.: This appeal is before us upon a record made up 
pursuant to Rule 76 of the Rules of Civil Practice. The question 
presented is whether the trial court erred in dismissing the com- 
plaint without costs and in denying the defendants’ application for 
an additional allowance on the theory, stated in the court’s opinion, 


29 Fed. Supp. 853, that no provision of law permits the imposition 
of costs against the Reconstruction Finance Corporation. 

In equity and in admiralty the imposition of costs is so largely a 
matter within the discretion of the trial court that a decree relating 
to costs alone will not ordinarily be reviewed by an appellate court. 
Canter v. Insurance Companies, 3 Pet. 307, 319; Du Bois v. Kirk, 
158 U. S. 58, 67; Wingert v. First Nat. Bank, 223 U. S. 670, 672. 
But the rule does not apply when, as in the case at bar, the power of 
the court, and not merely the exercise of its discretion, is the con- 
troverted question. Newton v. Consolidated Gas Co., 265 U.S. 78, 
83; United States v. Knowles’ Estate, 58 F. (2d) 718 (C. C. A. 9); 
Stallo v. Wagner, 245 Fed. 636 (C. C. A. 2); In re Michigan Cen- 
tral R. Co., 124 Fed. 727 (C. C. A. 6). 

Reconstruction Finance Corporation is a corporation created by 
the Act of January 22, 1932 for the purpose of providing emergency 
financing facilities in the interest of agriculture, commerce and in- 
dustry. 47 Stat. 6; see also 47 Stat. 709; 48 Stat. 1108. Its capital 
stock is owned by the United States and its affairs are managed by 
a board of directors consisting of three ea-officio members and four 
other persons appointed by the President of the United States by 
and with the consent of the Senate. Beyond doubt it is a govern- 
mental agency for which the corporate form was adopted for ad- 
ministrative convenience. Baltimore Nat. Bank v. Tax Commission, 
297 U. S. 209, 211; Langer v. United States, 76 F. (2d) 817, 823 
(C. C. A. 8). Section 4 of the act creating the corporation gives it 
power “‘to sue and be sued, to complain and to defend, in any court 
of competent jurisdiction, State or Federal.” 47 Stat. 6. The 
present suit was brought to enforce supposed property rights in cer- 
tain trade-marks which the plaintiff had acquired under a bank- 


ruptcy sale of the previous corporate owner to which the plaintiff 
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had made a loan. On the merits the case went against the plaintiff. 


28 Fed. Supp. 920. Were it an ordinary private corporation, costs 
would undoubtedly have been awarded to the successful defendants. 
Rule 54(d) of the Rules of Civil Procedure reads as follows: 


(d) Costs. Except when express provision therefor is made either in a 
statute of the United States or in these rules, costs shall be allowed as 
of course to the prevailing party, unless the court otherwise directs; but 
costs against the United States, its officers and agencies shall be imposed 
only to the extent permitted by law.... 

This rule is merely declaratory of existing law with respect to 
the imposition of costs against governmental agencies. There is no 
statutory provision expressly permitting the taxation of costs against 
the appellee. Hence the Lppellants must find an implied permission 
if they are to prevail. 

It is well settled that when the United States is a litigant, 
whether suitor or defendant, costs are not taxable against it in the 
absence of direct statutory authorization. United States v. Chemi 
cal Foundation, 272 U.S. 1, 20; United States v. Worley, 281 U.S. 
339, 344; The Glymont, 66 F. (2d) 617, 619 (C. C. A. 2); United 
States v. Knowles’ Estate, 58 F. (2d) 718 (C. C. A. 9). But these 
‘ases are not necessarily controlling when special government activi- 
ties are conducted through the medium of a corporate instrumentality 
endowed with many of the attributes of a private corporation, in- 
cluding the power to sue and the liability to be sued. As Mr. Justice 
Frankfurter remarked in Keifer & Keifer v. R. F. C., 8306 U.S. 881, 
at 388, “the government does not become the conduit of its immunity 
in suits against its agents or instrumentalities merely because they 
do its work.” There the question was whether a Regional Agricul- 
tural Crédit Corporation was suable. Its charter was silent on the 
subject. The problem was stated by the court at page 389: 


Congress may, of course, endow a governmental corporation with the 
government’s immunity. But always the question is: has it done so? 


The opinion then went on to show the recent trend of congres- 
sional policy and to hold the legal position of Regional Agricultural 


Credit Corporation in respect to suability to be the same as though 


Congress had expressly empowered it to sue and be sued. Other 





RECONSTRUCTION FINANCE CORP. V. J. G. MENIHAN CORP. 133 


recent cases in the Supreme Court also indicate that when authority 
is given to sue a governmental corporation it is to be liberally con- 
strued. See Continental Bank v. Rock Island Ry., 294 U. S. 648, 
684; United States v. Shaw, 8 U. S. L. W. 533, 534; Federal Hous- 
ing Administration v. Burr, 8 U. S. L. W. 285. In the case last 
cited the Housing Administration claimed immunity from garnish- 
ment. In denying this claim the opinion of Mr. Justice Douglas 
(p. 286) states that, in the absence of reasons to the contrary, “it 
must be presumed that when Congress launched a governmental 
agency “into the commercial world and endowed it with authority to 
‘sue or be sued,’ that agency is not less amenable to judicial process 
than a private enterprise under like circumstances would be.’ It 
was also held that, although the federal statute was silent on the 
subject, execution under the judgment was part of the civil process 
embraced in the “sue and be sued” clause and might be issued 
against funds in possession of the Housing Administration, though 
not against funds of property of the United States. In the light of 
these decisions we are led to the conclusion that, in conferring upon 
the appellee the power to sue and be sued, Congress intended to sub- 
ject it to the ordinary incidents of a suit, one of which is the im- 
position of costs against an unsuccessful litigant. If the rendition 


of a judgment against the Reconstruction Finance Corporation, im- 


plicit in permitting it to be sued, is not an interference with its gov- 


ernmental activities, we can see no reason for supposing that im- 
munity was granted with respect to the small additional sum that 
would normally be added to the judgment as costs. 

Further indication that a wholly owned governmental corpora- 
tion is to be treated as a private corporation when the problem is one 
of suability is to be found in Sloan Shipyards v. U. S. Fleet Corp., 
258 U.S. 549. At page 567, Mr. Justice Holmes stated that where 
a governmental instrumentality is incorporated “you have a person, 
and as a person one that is presumably subject to the general rules 
of law.’ Another case looking in the same direction is Missouri 
Pacific R. Co. v. Ault, 256 U. S. 554. There, although the clause 


allowing suit against the Director General of Railroads was not the 
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usual “sue and be sued” clause, and seemed in terms to embrace all 
kinds of liability, it was held not to sanction the recovery of penal- 
ties, but to include interest and costs as part of the usual compensa- 
tory damages. 

The appellee cites National Home v. Wood, 81 F. (2d) 963 and 
Federal Deposit Ins. Co. v. Casady, 106 F. (2d) 784 (C. C. A. 10), 
as opposed to the conclusion we have reached. The first is readily 
distinguishable by reason of the statute involved, 88 U. S. C. A. 
Section 11 (d). See 299 U.S. 11, 212n. With the second we must 
respectfully disagree if the legal position of the Federal Deposit 
Insurance Company is the same as that of Reconstruction Finance 
Corporation in respect to costs. 

In our opinion the district court had power to allow costs to the 
defendants on dismissal of the complaint, and they are to be allowed 
as of course unless the district court otherwise directs. We think it 
was also within the power of the trial court, at his discretion, to 
grant the motion for an additional allowance. We express no opin- 
ion as to how his discretion should be exercised; we are concerned 
only with the question of his power. The order denying the motion 
is reversed in order that the district court may entertain the applica- 
tion for an additional allowance in the light of the appropriate 
equitable considerations. Sprague v. Ticonic Bank, 307 U.S. 161. 

The cause is remanded in order that the district court may exer- 
cise his discretion both as to normal costs and as to the motion for 
an additional allowance. The appellants are awarded appellate 
costs. 


Crark, C. J. (dissenting): Though Judge Swan’s opinion is 
persuasive indeed, I think it results in an order for the payment of 
government funds to private persons without authorization of law. 


Even as between private litigants, costs, at least in an equity suit, 


are not a matter of right to a litigant, but are purely at the discretion 
of the court. Gold Dust Corp. v. Hoffenberg, 2 Cir., 87 F. (2d) 
451, 453 (82 U.S. P. Q. 207); Ex parte Peterson, 253 U. S. 300, 
817; Payne, Costs in Common Law Actions in the Federal Courts, 
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21 Va. L. Rev. 397, 399. And costs are never awarded against the 
United States except where there is direct statutory authority going 
beyond mere permission to bring suit. The opinion cites examples 
of the many precedents. See also 8 Ann. Cas. 398; 21 Va. L. Rev. 
116; 28 U. S. C. A. Sections 548, 555; Rule 32.5 of the Supreme 
Court, and Rule 29.4 of this court; and compare Guaranty Trust Co. 
v. United States, 304 U. S. 126, 134n.; Globe & Rutgers Fire Ins. 
Co. v. United States, 2 Cir., 105 F. (2d) 160, 165, 167; 28 U.S. 
C. A. Sections 258, 870." 

This immunity would appear to apply to a governmental cor- 
poration, exercising governmental functions in place of the national 
government itself, just as much as does tax immunity. Cf. Graves 
v. New York ex rel. O’Keefe, 306 U. S. 466, 477. And if any cor- 
poration is to be exempt, certainly the Reconstruction Finance Cor- 
poration must be included in the list, for it has been made the direct 
loaning authority of the United States, a conduit from the United 
States Treasury for the supplying of financial assistance for the 
rehabilitation of industry and commerce, threatened with prostra- 
tion as a result of the great depression. Baltimore National Bank v. 
State Tax Commission, 297 U.S. 209, 211; Langer v. United States, 
8 Cir., 76 F. (2d) 817, 823; United States v. Lewis, D. C. W. D. 
Ky., 10 Fed. Supp. 471; cf. State Tax Commission v. Van Cott, 306 
U. S. 511, 515. 

Outside of the decision below, D. C. W. D. N. Y., 29 Fed. Supp. 
853 (48 U.S. P. Q. 355), the only precedent dealing directly with 
costs against governmental corporations are those denying any 
award. National Home v. Wood, 7 Cir., 81 F. (2d) 968, affirmed 


1'The history of 28 U. S. C. A. Sec. 870 seems to me instructive because 
of what the statute does not say. That section originally provided that no 
bond on appeal should be required of the United States or a party acting 
by its direction, but in case of adverse decision “such costs as by law are 
taxable against the United States” or the party acting for it should be paid 
out of the contingent fund of the department under whose directions the 
proceedings were instituted. This statute was held to deal only with costs 
on appeal, which, however, were subject to the rules of court above cited. 
Treat v. Farmers’ Loan & Trust Co., 2 Cir., 185 Fed. 760. In 1934, it was 
amended to include specifically governmental corporations, 48 Stat. 1109; 
it has been held to apply to the appellee here. In re New York Investors, 
2 Cir., 79 F. (2d) 179, certiorari denied 296 U. S. 649. 
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299 U. S. 211;° Federal Deposit Ins. Corp. v. Barton, 10 Cir., 106 
F. (2d) 737; Federal Deposit Ins. Corp. v. Casady, 10 Cir., 106 
F. (2d) 784. These are governmental corporations, which are, if 
anything, less engaged in exercising functions of sovereignty than 
is appellee here. Recent cases in the Supreme Court, referred to in 
the opinion, show the care and caution with which that court has 
proceeded in discovering a legislative intent for even suability of 
particular corporations. Thus, Keifer §& Keifer v. Reconstruction 
Finance Corporation, 306 U. S. 381, 59 S. Ct. 516, 83 L. Ed. 784, 
and Federal Housing Administration, Region No. 4 v. Burr, 60 
S. Ct. 488, allowed suits in situations which do not appear to be an 
extension of previous conceptions.’ The theory of governmental 


immunity is restated and applied in the latest decision. United 
States v. Shaw, 60 S. Ct.* 


* The force of this precedent does not seem to me destroyed because the 
statute 38 U. S. C. A. Sec. 11d authorizes suits in the district courts and 
court of claims “according to the ordinary provisions of law governing ac- 
tions against the United States, and such courts shall have the power to 
enter judgment against the United States, with interest, in the same man- 
ner and to the same extent as if said corporation were a party defendant.” 
This language affords a narrow basis for according this corporation alone 
an immunity from costs; rather does it suggest that Congress did not think 
of a judgment against the United States as differing in “manner” and 
“extent” from one against a corporation of this nature. 

3In the Keifer case, supra, the court held the Regional Agricultural 
Credit Corporation, the child of the Reconstruction Finance Corporation 
which is subject to suit, liable for negligent care as a bailee of livestock, a 
wrong not “disassociated from carrying out the very transaction which 
brought it into existence.” In the Burr case supra, suit by the garnishee 
process was held to be within the statutory authority to be sued; the court 
carefully pointed out, however, that if the administration had no funds 
they could not be obtained from the treasurer of the United States by any 
process and hence execution in the action might prove futile. 

4Compare the statement of Mr. Justice Reed: “. . . . The reasons for 
this immunity are imbedded in our legal philosophy. They partake some- 
what of dignity and decorum, somewhat of practical administration, some- 
what of the political desirability of an impregnable legal citadel where 
government as distinct from its functionaries may operate undisturbed by 
the demands of litigants. A sense of justice has brought a progressive 
relaxation by legislative enactments of the rigor of the immunity rule. 
As representative governments attempt to ameliorate inequalities as neces- 
sities will permit, prerogatives of the government yield to the needs of 
the citizen. . . . It is not our right to extend the waiver of sovereign im- 
munity more broadly than has been directed by the Congress.” 
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As the opinion states, complete immunity for the government 
has been properly criticized, and reforms have been advocated re- 
lieving the citizen of manifest disadvantage from injury by the 
state. Compare Borchard, State and Municipal Liability in Tort 

Proposed Statutory Reform, 20 A. B. A. J. 747, with biblio- 
graphy; and United States v. Petroleum Nav. Co., 2 Cir., 109 F. 


(2d) 699. But all suggestions for legislative reform have recognized 
the need of limitation and have provided careful restrictions on gov- 


ernmental responsibility, in order to prevent indiscriminate raids 
on the public treasury. Although costs have been said to be an 
“anachronism” in modern litigation (R. H. Smith, 3 J. Am. Jud. 
Soc. 112, 115), a policy favoring the award of reasonable costs 
against the government in the discretion of the court might well be 
supported before Congress. Even so, it seems rather doubtful 
whether a case such as the present one should be included. Here 
appellee loaned money to The Menihan Corporation, when the latter 
was in financial distress and on the security of its corporate name 
and special trade-marks. Upon insolvency of The Menihan Cor- 
poration, appellee was unable to collect its loan. In this action it 
was held powerless to prevent a new corporation, J. G. Menihan 
Corporation, from making use of the similar corporate name and the 
same trade-marks, and relief was also denied against J. G. Menihan, 
Sr., president of both corporations. D. C. W. D. N. Y., 28 Fed. 
Supp. 920 (42 U. S. P. Q. 504). In the light of such a decision, 
however necessary it may be, the adoption here of what is really a 
new policy seems hardly appropriate. Carried to the extent of sup- 
porting an award of counsel fees—‘almost uniformly” not granted 
even in equity, Gold Dust Corp. v. Hoffenberg, supra—when legal 
authority is so doubtful and the equities so opposed, the step, in 
my judgment, is quite undesirable. 
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GENERAL SHOE Corporation Vv. Rosen, trading as THe FrienpLy 


Men’s SHop 
United States Circuit Court of Appeals, Fourth Circuit 
May 27, 1940 


Trapve-Marxks anp UnFrain ComMPeTITION—“FRIENDLY” AS NAME OF BUSINESS 
—PETITION FoR REHEARING. 

Where appellee had been enjoined from using the word “Friendly” 
as a trade-mark on its shoes on the ground of appellant’s prior use of 
the word, the latter’s petition that the injunction be extended to the use 
of the word “Friendly” in appellee’s business name was denied. 


In equity. Action for unfair competition. Appeal from the Dis- 
trict Court, Southern District of West Virginia (29 T.-M. Rep. 
593). On petition for rehearing. Denied. 


Ernest P. Rogers, of Atlanta, Ga., and Herman Bennett, of 
Charleston, W. Va. (Hirsch, Smith § Kilpatrick, of Atlanta, 
Ga., on the brief), for appellant. 

Rk. K. Talbott (B. J. Pettigrew, on the brief), both of Charles- 
ton, W. Va., for appellee. 


Before Parker and Soper, Circuit Judges, and Barkspa.e, Dis- 
trict Judge. 


Per Curiam: The appellant has filed a petition for rehearing in 
this case, wherein it asks that the opinion in its favor be amended 
so as to direct that the appellee be enjoined from the use of the 
word “Friendly” in the name of his business so long as he deals in 
shoes. We are of the opinion that the petition should be denied. 
The injunction to be issued by the District Court, in accordance 
with the mandate of this court, will enjoin the appellee from using 
the word “Friendly,” either in or separate from the name of his 
business, with respect to the display or sale of shoes, in such a way 
as to be likely to confuse the public and lead them to suppose that 
his shoes have been made by the appellant. We assume that the 
appellee will obey the injunction; but if he does not, the appellant 
may apply to the District Court to issue a rule against him to show 


cause why he should not be punished for contempt of court. 
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LENTHERIC, INCORPORATED Vv. WILLINGMYRE 
United States District Court, District of New Jersey 
June 13, 1940 


Unrark Competition—Use or Corporate NAME—REPACKING ORIGINAL 
Propucr. 

Where plaintiff had for a number of years put out a perfume under 
the trade-mark “Lentheric,” the sale by defendant in small bottles of 
plaintiff's perfume showing the words “Lentheric Bouquet Au Parfum 
Tweed Rebottled from Original Bottles by P. S. Willingmyre, Mer- 
chantville, N. J., Wholly Independent of Lentheric,” held unfair com- 
petition and a preliminary injunction was ordered. 

In equity. Action for trade-mark infringement and unfair com- 


petition. Preliminary injunction granted. 


Bilder, Bilder § Kaufman, all of Newark, N. J., for plaintiff. 
S. Huntley Beckett, of Camden, N. J., and A. J. Goldin, for 


defendant. 


Avis, D. J.: This suit is instituted to restrain defendant from 
marketing and selling certain perfumes in violation of trade-mark 
of plaintiff and engaging in what is alleged to be unfair competition. 

Plaintiff obtained an order to show cause in an effort to secure 
a preliminary injunction to restrain defendant from marketing and 
selling certain perfume under the labels and captions used by de- 
fendant, pending the final determination of the action. 

It appears that plaintiff for a number of years has marketed a 
perfume under the general trade-mark “Lentheric,” designating the 
individual products as “Tweed,” “Shanghai,” etc.; that defendant 
also has marketed and sold a product, claimed by defendant to be 
the genuine perfume of plaintiff, in small bottles containing on the 
label thereof the words “‘Lentheric Bouquet Au Parfum Tweed Re- 
bottled From Original Bottles by P. S. Willingmyre, Merchantville, 
N. J., Wholly Independent of Lentheric.”’ 

The same inscription in much larger letters than those upon the 
bottles is printed on a card to which the bottle is attached. It will 
be noted that on both, the word “Lentheric’” begins and ends the 


sentence. 
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The defendant persists in his claim that the sale of this product 
in the bottles and on the card aforesaid does not infringe on plain- 
tiff’s rights of trade-mark, nor is he engaging in unfair competition. 

Under the doctrine in the case of Bourjois, Inc. v. Hermida 
Laboratories, 3 Cir., 106 F. (2d) 174 [29 T.-M. Rep. 464], a pre- 
liminary injunction should issue, restraining defendant from market- 
ing any perfume, directly or indirectly, under the labels or cards 
aforesaid. The good-will of plaintiff should not be injured in this 
way and the purchasing public should not be deceived or misled. 

Order on notice. 


THe Frick-GaLLaAGHER Mra. Co. v. Ro-Tray Corp., ET AL. 
United States District Court, District of Columbia 
April 6, 1940 


Trape-MarK INFRINGEMENT AND Unrair Competirion—“Roravin” AND 
“Ro-Tray’—Non-Conriictinc Marks. 

The words “Rotavin” held not to be confusingly similar to the word 
“Ro-Tray,” both words being used as trade-marks on revolving shelfing, 
bins and trays. 

Unram Competirion—Parentep ArticLe—Ricut to MANUFACTURE ON Ex- 
PIRATION OF PATENT. 

In the case at issue, defendant had the right to make the identical 
article formerly protected by plaintiff’s patent on expiration of the 
latter. Moreover, defendant held not guilty of unfair competition, 
inasmuch as it did nothing to mislead the public as to the source of its 
goods. 


In equity. An action for patent and trade-mark infringement 
and unfair competition. Bill dismissed. 


Robert B. Larson, of Washington, D. C. (Hyland R. Johns and 
Robert S. Allyn, both of New York City, of counsel), for 
plaintiff. 

David P. Wolhaupter, Emory L. Groff and Stacy M. Reed, all of 
Washington, D. C., for defendants. 


Lunurine, J.: The complaint is for an infringement of patents 
and registered trade-mark and unfair competition and seeks an in- 


junction and accounting. 





4 
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The patents to Frick, No. 2,081,856, and to Mueller, No. 2,086,- 
508, are invalid in view of the prior act, and, even conceding claim 
15 of the Mueller patent to be valid, that claim is not infringed by 
the defendant’s structure. 

The registered mark “Rotabin” is not infringed by the defen- 
dant’s mark “Ro-Tray.’’ The marks are not so similar as to cause 
confusion, nowithstanding they are applied to an identical product— 
that of revolving shelving, bins and trays. They are not similar in 
sound or appearance. 

The evidence fails to establish unfair competition, and, as a 
matter of fact, there was no unfair competition. 

The defendant’s product is similar in appearance and construc- 
tion to that of the plaintiff. The plaintiff's patents are invalid and, 
therefore, the defendant has the right to make the identical article 
and offer it for sale to the public. No act of the defendant tended 
to mislead the public to believe that the article offered by it was in 
fact manufactured by the plaintiff. 

The finding will be in favor of defendants and counsel for the 
defendants will prepare and submit to the court formal and detailed 
findings of fact and conclusions of law in accord with this memoran- 
dum and as required by Rule 52 of the Federal Rules of Civil 


Procedure, with appropriate judgment dismissing the bill. 





Juxtius Restaurant, Inc. v. LomBarp1 
(N. Y. L. J.) 


New York Supreme Court, Special Term 
July 11, 1940 


Unrair Competirion—Use or SURNAME IN CorporATE NAME—“JULIUS” FOR 
ResrauRANT—AcTION UNper Section 964, Penat Cope—Leaisia- 
TIVE INTENT. 

Under Section 164 of the Penal Code, which permits an application 
for injunction to be filed by notice of motion and petition, held that the 
purpose of the legislature was to punish and penalize any invasion of 
the property right in the use of a trade-name or symbol, and to defeat 

conduct in the nature of commercial fraud, inasmuch as the statute 
provides that a restraining order may be granted without proof that 
anyone has actually been deceived or misled. 
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Unram Competirion—Stratre Laws—New York—ActTion UNpbeER SECTION 
964 Pena Cope. 


In the case at issue, where the defendant was established in business 
before the plaintiff and was generally known to his patrons as “Julius,” 
held that there is no deceit or fraud in defendant’s conduct and that an 
injunction was therefore rightly denied. 

Unram Competirion—Ricut to Use Own NAME IN Business. 

Ordinarily a person may freely use his name for any lawful purpose, 
regardless of others who bear the same name. 

In equity. Action for unfair competition under the Section 964, 
New York State Penal Code. Bill dismissed. For decision below, 
see 30 T.-M. Rep. 187. 


Scumuck, J.: Relying upon Section 964 of the Penal Code, the 
plaintiff seeks an injunction restraining the defendant from using 
the name of “Julius” in the operation of his restaurant business. 

At the outset it is interesting to note that this proceeding is 
perhaps the first to be brought to trial under the above mentioned 
section. The Court of Appeals (282 N. Y. 126) has determined 
that an application for an injunction under this section may be in- 
stituted by a notice of motion and petition, thus eliminating the neces- 
sity of pleadings. 

The novelty of the matter demands a critical study of the in- 
tent of the Legislature. It is essential to remember that the statute 
is penal in nature, and that therefore the civil remedy therein pro- 
vided is dependent upon the establishment of a criminal intent on 
the part of the one accused of deception and impropriety. In the 
absence of “animus furandi” this simple method of obtaining an in- 
junction cannot be invoked. As the statute is studied it is un- 
answerably evident that the purpose of the Legislature was to 
punish and penalize any and all inexcusable invasions of the prop- 
erty right in the use of a trade-name or symbol. It asserts that no 
one may, with intent to deceive or mislead the public, assume a name, 
designation or symbol or a part of any name, designation or symbol 
which may deceive or mislead the public as to the identity of such 


person, firm or corporation or the connection of such person, firm or 


corporation with any other person, firm or corporation. A violation 
of this edict is pronounced to be a misdemeanor. Finally, it is 
provided that as a further deterrent an application for a restraining 
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order may be made in the manner above indicated. The closer the 
study the more irresistible the conclusion that the statute was en- 
acted in order to defeat conduct in the nature of commercial fraud. 
Especially does this appear to be correct, for the statute provides 
that a restraining order may be granted without proof that any per- 
son has actually been deceived or misled, an element indispensable 
in the common-law action for unfair competition. 

In concinnity with this conception it logically follows that proof 
sufficient to justify a favorable decree must be of most convincing 
character, in fact applying the rule which obtains in criminal law 
proof beyond a reasonable doubt and not merely proof of a prepon- 
derant nature. Were the situation different the general concept of 
injunctive relief for unfair competition would undergo a total revolu- 
tion. Such it is held could not possibly have been the aim of the 
Legislature. 

A precis of the evidence inhibits any approval of plaintiff's con- 
tention. Undeniably, defendant has been established in business 
before the plaintiff, and not only used his own name, but was gen- 
erally known to his enthusiastic patrons as Julius. The court is not 
unmindful of the predilection of habitues of cabarets for intimately 
calling the boniface by his first name. The defendant was no ex- 
ception to this custom, and if the epicurean dilettantes who frequent 
his establishment are to be believed, and there is no reason to doubt 
their testimony, it was impossible to mistake the defendant’s cara- 
vansary for plaintiff's more modest bar and grill. Keeping in mind 
the nature of the proceeding being considered, it matters not what 
claim the plaintiff might assert in a common law action, it cannot 
prevail here, for the defendant is not charged nor shown to have 
assumed the name “Julius” as part of a corporate name, nor is it 
claimed that on his part the name is assumed or part of a trade- 
name. It may be embarrassing and perchance unfortunate that 
those two establishments use the same name or proclaim it in a 
similar manner, yet that in this instance cannot be rectified. Ordi- 
narily, a person may freely use his name for any lawful purpose and 
this regardless of others who may bear the same name. Epitomizing 
the evidence, the result is that no deceit, fraud or illegal appropria- 








$44 THIRTIETH TRADE-MARK REPORTER 


tion has been shown against the defendant. Conspicuously absent 
is any evidence of intent on defendant’s part to mislead the public. 
Though there may be competition between these litigants, and of this 
there is grave doubt, it nevertheless does not grow out of any 
criminal fraud on defendant’s part. 

Judgment for defendant. Settle findings of fact, conclusions of 
law and judgment accordingly. 





JACKMAN V. CALVERT-DISTILLERS CORPORATION OF MASSACHUSETTS 
Massachusetts Supreme Judicial Court 
July 1, 1940 


Unrair Competirion—Use or SuURNAME—SECONDARY MEANING. 

The word “Calvert” is primarily a surname, and in order to give 
one an exclusive right to use it in business as against another bearing 
the same name, the word must have acquired a secondary meaning in- 
dicating such business exclusively. 

Trape-Marks—How AcquirED—AsSIGNMENT—Prioriry oF Use. 

The Maryland Distilling Company for many years and up to the 
advent of national prohibition used as a trade-mark for its whiskey the 
word “Calvert” which it registered under the federal statute. In 1921 
said company was liquidated, its trade-marks remaining as undistributed 
assets in the hands of its surviving directors who were trustees for the 
stockholders, the use of the trade-mark “Calvert” having been sus- 
pended during national prohibition, but without intent to abandon. In 
1933 one of the surviving directors formed the corporation Maryland 
Distillery Inc. and assumed to convey to it the undistributed assets of 
the old corporation including its trade-marks, the word “Calvert” bei sing 
registered by the said company on October 9, 1934. 

Plaintiff, organized for the sale of whiskey in Massachusetts, claimed 
ownership of the word “Calvert” on the ground of its registration under 
the state law in November, 1933, although neither he nor his assignor 
had ever been in the whiskey business, only three or four sales of the 
“Calvert” whiskey having been made. Held that said sales were illegal 
because made without license, and that defendant had a prior right to 
the word “Calvert.” 


In equity. Action for trade-mark infringement and unfair com- 
petition. On appeal from the Superior Court, Suffolk County, in 
favor of defendant. Reversed and remanded. 


M. H. Sullivan (J. F. Sullivan with him), both of Boston, Mass., 
for plaintiff. 
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L. A. Janney, of New York City (C. Ryan, of Boston, Mass., 
with him), for defendant. 


Lummvus, J.: This controversy concerns the right to use in Mas- 
sachusetts the word Calvert as a trade-mark or trade-name for whis- 
key. For the meaning of those expressions, see George G. Fox Co. 
v. Glynn, 191 Mass. 344, 352; American Steel Foundries v. Robert- 
son, 269 U. S. 372, 380 [13 T.-M. Rep. 289]; Neva-Wet Corp. of 
America, Inc. v. Never Wet Processing Corp., 277 N. Y. 163, 169 
(28 T.-M. Rep. 167]; Nims, The Law of Unfair Competition and 
Trade-Marks (3d ed. 1929) §§ 198, 199; Chafee, 53 Harv. L. Rev. 
1289, 1297, 1298; Handler & Pickett, 30 Columbia L. Rev. 168, 
759. 

The plaintiff sought to restrain the use of that word by the de- 
fendant Calvert-Distillers Corporation of Massachusetts. His bill 
was dismissed. The intervenors Maryland Distillery, Inc., and 
The Calvert Distilling Company on their counterclaims under Rule 
32 of the Superior Court (1932) obtained a final decree, establish- 
ing their right to the use of the word “Calvert” as a trade-mark for 
whiskey, and restraining any use of it by the plaintiff. The plain- 
tiff appealed. The case comes here upon findings and rulings that 
appear to be neither complete nor made under the statute (G. L. 
| Ter. Ed.] c. 214, § 23; Birnbaum v. Pamoukis, Mass. Adv. Sh. 
[1938] 1905), and upon a report of all the evidence. G. L. (Ter. 
Ed. c. 214, § 24. Rule 76 of the Superior Court [ 1932]). 

The word “Calvert” is primarily a family name. To give the 
right to use it in a particular business and to exclude another from 
a similar competing use, the word must have acquired such a sec- 
ondary meaning indicative of the business or its product that the 
use of the word by another would constitute unfair competition. 
American Waltham Watch Co. v. United States Watch Co., 1738 
Mass. 85. C. A. Briggs Co. v. National Wafer Co., 215 Mass. 100 
[3 T.-M. Rep. 823]. Kaufman v. Kaufman, 223 Mass. 104. 
Economy Food Products Co. v. Economy Grocery Stores Corp., 281 
Mass. 57, 60, 61 [23 T.-M. Rep. 15]. Jenney Manuf. Co. v. Leader 
Filling Stations Corp., 291 Mass. 394 [25 T.-M. Rep. 121]. Gen- 
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eral Fruit Stores, Inc. v. Markarian, Mass. Adv. Sh. (1938) 605 
[37 U.S. P. Q. 345]. 

The plaintiff concedes that for many years and up to the ad- 
vent of national prohibition in 1919 (Act of November 21, 1918, ec. 
212, 40 U. S. Sts. at Large, 1045; Amendment 18 to the Constitu- 
tion of the United States; Hamilton v. Kentucky Distilleries & 
Warehouse Co., 251 U. S. 146) the word “Calvert” was a trade- 
mark for whiskey of Maryland Distilling Company, was registered 
as such by that company under Federal law, was used by that com- 
pany as such in interstate commerce, and had acquired a secondary 
meaning indicative of whiskey produced by that company. 

In 1921 that company was liquidated and dissolved. But its 
trade-marks remained as undistributed assets in the hands of its 
surviving directors who under Maryland law were trustees for the 
stockholders. The use of the trade-mark in question was suspended 
during national prohibition, by force of law, but without any intent 
to abandon the trade-mark. We need not consider whether Mary- 
land Distilling Company, had it remained in existence, could have 
revived it.’ In 1988, when the national prohibition amendment was 
about to be repealed, one of the two surviving directors took part 
in the formation of Maryland Distillery, Inc., and assumed to 
convey to it the undistributed assets of the old corporation, includ- 
ing its trade-marks. The word “Calvert” was registered by Mary- 
land Distillery, Inc., as a trade-mark for whiskey under Federal 
law on October 9, 1934, on the strength of its use by the old cor- 
poration before its dissolution and by the new corporation since 
August, 1934, in Maryland, in Massachusetts, and in interstate com- 
merce. Maryland Distillery, Inc., organized its subsidiary The Cal- 
vert Distilling Company, and transferred to it the trade-mark in 

1 Burt v. Tucker, 178 Mass. 493. Cohen v. Nagle, 190 Mass. 4, 11. Han- 
nis Distilling Co. v. George W. Torrey Co., 32 App. D. C. 530. Universal 
Candy Co. v. A. G. Morse Co., 298 Fed. 847. Gold Seal Associates, Inc. v. 
Gold Seal Associates, Inc., 56 F. (2d) 452. Christy v. Murphy, 12 How. 
Pr. (N. Y.) 77. Rockowitz C. & B. Corp. v. Madame X Co. Inc., 248 N. Y. 
272. Neva-Wet Corp. of America, Inc. v. Never Wet Processing Corp., 277 
N. Y. 163 [36 U.S. P. Q. 551]. Beech-Nut Packing Co. v. P. Lorillard Co., 
273 U. S. 629. Corkran, Hill & Co. Inc. v. A. H. Kuhlemann Co., 136 Md. 
the 


Jed. 
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question. The latter company organized another subsidiary, Cal- 
vert-Distillers Corporation of Massachusetts, to aid in selling its 
whiskey in this Commonwealth. All three corporations are con- 
trolled by another holding corporation. 

A trade-mark or trade-name, indicating that goods are manu- 
factured or sold by a certain business organization (Nelson v. J. H. 
Winchell & Co., 203 Mass. 75, 82) can have no existence in gross, 
unconnected with some business in which it is used. Chadwick v. 
Covell, 151 Mass. 190. Weener v. Brayton, 152 Mass. 101, 102, 
103. Covell v. Chadwick, 153 Mass. 263. Jenney Manuf. Co. v. 
Leader Filling Stations Corp., supra. United Drug Co. v. Theo- 
dore Rectanus Co., 248 U. S. 90, 97 [9 T.-M. Rep. 1]. American 
Steel Foundries v. Robertson, supra. Fairness to the consuming 
public requires the rule that a trade-mark or trade-name cannot be 
assigned to one who has no connection with that business as succes- 
sor or otherwise. A. Bourjois & Co., Inc. v. Katzel, 260 U.S. 689, 
692 [13 T.-M. Rep. 69]. Ph. Schneider Brewing Co. v. Century 
Distilling Co., 107 F. (2d) 699, 703 [29 T.-M. Rep. 317]. The 
business of the defendants, in our opinion, has too tenuous a con- 
nection with the pre-prohibition business of Maryland Distilling 
Company to constitute the defendants the successors of that com- 
pany or its business. See La Fayette Brewery Inc. v. Rock Island 
Brewing Co., 87 F. (2d) 489 [27 T.-M. Rep. 240]. Kelly Liquor 
Co. v. National Brokerage Co., Inc., 102 F. (2d) 857 [29 T.-M. 
Rep. 279]. The defendants have a right to the word “Calvert” as 
against anyone not having a better right, but their right dates only 
from August, 1934. 

The right claimed by the plaintiff arises out of his registration 
under Massachusetts law in November, 1933, in the name of a cor- 
poration controlled by him, of the word “Calvert” as a label for 
whiskey, and a later assignment to him personally of the right to 
that label. Neither he nor his corporation had ever been in the 
whiskey business, nor has either been in that business since. Shortly 
after the registration, upon advice of counsel other than the coun- 
sel representing him in this case, three or four sales of whiskey were 
made under the “Calvert” label, to lay a foundation for a claim of 
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use. Those sales were illegal because made without license. The 
word “Calvert” never acquired any secondary meaning indicating 
whiskey sold by the plaintiff or his corporation. Neither had any 
trade-mark or trade-name, because neither had any whiskey busi- 
ness. Jenney Manuf. Co. v. Leader Filling Stations Corp., supra. 
Rockowitz C. §& B. Corp. v. Madame X Co., Inc., 248 N. Y. 272, 
278, 279 [18 T.-M. Rep. 450]. The registration of the “label” 
under our statute (G. L. [Ter. Ed.] c. 110 §§ 8-15) gave no stand- 
ing to a trade-mark that had no existence apart from registration. 
Coca-Cola Co. v. Stevenson, 276 Fed. 1010, 1016 [11 T.-M. Rep. 
113]. Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 
305 U.S. 315, 322 [29 T.-M. Rep. 3]. The right of the defendants, 
though dating only from August, 1934, is superior to any right of 
the plaintiff. 

The final decree contains express adjudications of right (Olsen 
v. Olsen, 294 Mass. 507, 508; Gulesian v. Newton Trust Co., Mass. 
Adv. Sh. [1939] 819) which are inconsistent with this opinion. 
That decree must therefore be reversed. But a final decree is to 
be entered dismissing the bill and giving the defendants relief on 
their counterclaims, with costs to them. 


Ordered accordingly. 





In THE MATTER OF THE APPLICATION OF SECURITY ENGINEERING 


Co., Inc. 
United States Court of Customs and Patent Appeals 
July 8, 1940 


Trape-Marxs—REeEcistraTiIon—Cotor Appiiep TO ELEMENTS OF Goops—Non- 
REGISTRABLE Mark. 
A trade-mark for a reamer consisting of painting the reamer shaft 
blue and the ream element aluminum held non-arbitrary, as it is limited 
by the configuration of the goods and therefore not registrable. 


On appeal from a decision of the Commissioner of Patents, 
affirming that of the Examiner of Trade-Marks refusing to register 


a trade-mark. Affirmed. For the Commissioner’s decision see 29 
T.-M. Rep. 511. 





APPLICATION OF SEC. ENG. CO. 449 


Fred H. Miller, of Los Angeles, Calif., and Theodore A. Hos- 
tetler, of Washington, D. C., for appellant. 

Howard S. Miller, U. S. Pat. Off., for the Commissioner of 
Patents. 


Buianp, J.: The appellant has here appealed from a decision of 
the Commissioner of Patents, affirming that of the Examiner of 
Trade-Marks in refusing to register an alleged trade-mark for use 
on oil well reamers. The Examiner refused registration on the 
ground that “what is presented is no more than an ornamental 
scheme for the entire goods.” 

The alleged trade-mark sought to 
be registered consists in painting the se 
end portions of the main shaft of the 
reamer the color blue and a part of 
the middle portion—the reaming ele- 
ment—the color of aluminum. Ap- 
pellant’s counsel has submitted to the 
court a photograph in colors of the ee 
reamer as sold. The application 
drawing, lined to show the colors 


used, is herewith reproduced: 23+ +e peeeeee Aluminum 


The reamer consists of a cylin- TAN A. ....--Bia ck 


drical heavy piece of metal several 

feet in length and probably from six 

to eight inches in diameter. In the 

middle portion of this cylinder there 

are four recesses into which are fitted 

rolling cutters. The cutters are so = ooe-e-=-Blue 
positioned that when the reamer is 

raised and lowered in the oil well, it 

reams or cuts out the walls of the 

well. The said central portion which 

is partially painted in aluminum is 

irregular, portions of it protruding out almost as far as do the cut- 


ters. In each of the four recesses where the cutters are placed there 
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are bolts or screws which are removable when it is desired to remove 
the cutters. The cutters themselves apparently are not painted but 
have a black appearance. The structure surrounding the cutters 
which is painted in aluminum forms no design, and it is not claimed 
by appellant that any particular design is formed by such painting. 

The Assistant Commissioner, speaking for the Commissioner of 
Patents, in a brief opinion, but one which we think is sound in 
every particular, had the following to say: 

In other words, the reamer shaft is painted blue and the reaming element 
is painted aluminum. This arrangement, in the Examiner’s opinion does 
not result in a trade-mark, because the use of color is in no sense arbitrary, 
but is limited merely by the configuration of the goods. 

In the brief applicant refers to its mark as “an aluminum band sur- 
rounding a blue reamer,” and points to various band marks that have been 
published for registration. The propriety of such registrations is not here 
in question, but it may be observed that all of them are distinguishable 
from the instant application because applicant’s mark may not properly 
be described as comprising a band. All applicant has done is to color one 
element of its goods blue and another aluminum, and I agree with the 
Examiner that such use of color is without trade-mark significance. 

Upon reconsideration, the Commissioner noted the fact that the 
reaming cutters had not been painted, stated that this was im- 
material, adhered to his views previously expressed, and in addition 
to what he had already said made the following comment: 

I am still unable to agree that applicant’s mark comprises a band or a 
series of bands. I am still of the opinion that applicant has merely colored 


one element of its reamer blue and another aluminum; that there is nothing 
arbitrary about such use of color; and that it is without trade-mark signifi- 


cance, 

Appellant in this court has briefed the case with much thorough- 
ness, calling attention to many decisions which are helpful in de- 
ciding the issue involved. 

It is the well-settled law that for a mark to be entitled to regis- 
tration it should be one which the law recognizes as being capable 
of distinguishing the goods of its owner from those of another. It 
is equally well settled that the validity of a mark and its right to 
registration may not depend upon color alone. Color may be an 
important feature of a valid and useful trade-mark, but color or 
colors alone when applied to the article as a whole, except under 


circumstances hereinafter particularized, will not constitute a valid 
mark, 
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Nearly a third of a century ago the Supreme Court of the United 
States in A. Leschen & Sons Rope Company v. Broderick and Bas- 
com Rope Co., 201 U.S. 166 [1 T.-M. Rep. 37], handed down what 
has long been regarded as the leading trade-mark case where color 
was depended upon to constitute a mark. In spite of the fact of 
the narrowness of the issue therein considered and the obiter dictum 
indulged, this decision has long been used by the Patent Office and 
the courts as a yardstick in controversies similar to the one at bar. 
This and other courts have cited and considered this case so many 
times that ordinarily it would be regarded as unnecessary to indulge 
here in comment concerning the same. However, in view of appel- 
lant’s most earnest contentions with respect to this case and other 
similar cases we think it important to here again consider the aptness 
of the language used in that case in deciding the issue at bar. There 
the right to register was not involved. The Leschen & Sons Rope 
Company sued the Broderick & Bascom Rope Company for infringe- 
ment of its registered trade-mark which consisted of a colored streak 
applied to or woven in a wire rope. No particular color was 
specified, although in practice the Leschen & Sons Rope Company 
colored one of the strands red. The Broderick & Bascom Rope 
Company had, according to the pleadings, painted one strand of its 
rope with a distinctive color not red. The Leschen & Sons Rope 
Company claimed it was entitled to all colors so applied. The 
Supreme Court held that the only thing necessary for it to decide 
was that the claiming of all colors was too broad and that the trade- 
mark was invalid. In doing so it used language which, although it 
may be regarded as obiter, has been somewhat of a guide for sub- 
sequent Patent Office and court decisions. In part it said: 


Whether mere color can constitute a valid trade-mark may admit of 
doubt. Doubtless it may, if it be impressed in a particular design, as a 
circle, square, triangle, a cross, or a star. But the authorities do not go 
farther than this. In the case of Handon’s Trade-Mark, 37 Chan. Div. 112, 
in which a trade-mark was claimed for a red, white and blue label, in 
imitation of the French tri-color, for French coffee, it was held not entitled 
to registration under the English statute, which requires a trade-mark to 
be distinctive in order to be valid. The court remarked as follows: 

“It is the plain intention of the act that, where the distinction of a mark 
depends upon color, that will not do. You may register a mark, which is 
otherwise distinctive, in color, and that gives you the right to use it in any 
color you like; but you cannot register a mark of which the only distinc- 
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tion is the use of a color, because practically under the terms of the act 
that would give you a monopoly of all the colors of the rainbow.” 

It is unnecessary to express an opinion whether, if the trade-mark had 
been restricted to a strand of rope distinctively colored, it would have 
been valid. As already observed, the claim is much broader than this. . . . 


Since the handing down of that decision in 1906, it has, as far 
as we have observed, been uniformly interpreted as meaning that to 
constitute a valid trade-mark, where color is imposed upon the arti- 
cle itself and is depended upon as a feature of the mark, the color 
must be impressed “in a particular design, as a circle, square, tri- 
angle, a cross, or a star.’”” What constitutes a “particular design,” 
of course, has been the subject matter of considerable litigation. 

Appellant argues that it has a particular design in that it has 
between the two blue elements an aluminum one which on the reamer 
“comprises a band or a series of bands.”’ 

It is unnecessary for us to determine here whether or not a 
distinctive band or bands around an article which is formed by 
merely painting the same with a particular color or colors might 
constitute a valid trade-mark. Appellant has called attention to a 
number of registered marks involving a consideration of painting 
portions of the article upon which the mark is used in different 
colors, such as the various marks used on oil barrels where the cen- 
tral portion between corrugations is of one color and the end por- 
tions a different color or colors. 

Attention is called to a number of court decisions relating to 
trade-marks which consist of bands of colors. We have found no 
court decision which relates to the validity of such a trade-mark and 
we express no view with reference thereto. Most of these decisions 
involve unfair trade practices and none of them which we have 
found go directly to the question of the validity of such a mark. It 
may be noted in passing, however, that the dictionary definition of 
“figure” would seem to suggest that the word, in one of its meanings, 
is synonomous with the term “design” and that each of the terms 
has a meaning which relates to a definite, characteristic shape, form 
or symbol. This court in Mills § Gibb Corporation v. United States, 
14 Ct. Cust. Appls. 197, T. D. 41703, held that a stripe was a 
figure. 
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It is our view, as it was that of the tribunals of the Patent Office, 
that appellant has merely used blue to color the top and bottom por- 
tions of his reamer, and used aluminum to color the irregularly 
shaped portion of the central part which surrounds the cutting 
knives. Assuming that stripes and colors of a particular kind 
painted around or upon the object sold may constitute a valid 
trade-mark, we do not think that appellant’s alleged mark consists 
of such bands or stripes. Substantially the whole of the top and all 
of the bottom of the reamer is painted a solid color. As has here- 
inbefore been pointed out, the lines separating the blue and alumi- 
num portions are irregular and form no part of any particular design 
or figure. In applying the colors appellant has not impressed the 
same in the form of a particular design as a circle, square, etc. If 
color is impressed in the form of a cross, a circle, a triangle, a 
square, a star, a fleur-de-lis, a palm leaf or any other definite 
design, it may then be referred to by that name and it would seem 
that in this way the origin of the goods is pointed to. 

The Court of Appeals of the District of Columbia (now the 
United States Court of Appeals for the District of Columbia) in 
In re American Circular Loom Company, 28 App. D. C. 446, ap- 
proved language by the Commissioner of Patents in refusing to 
register a trade-mark which involved color imparted by flakes of 
mica impressed in the external surface of certain tubular articles. 
The language, although applied to circumstances somewhat differ- 
ent to those at bar, seems to have such an apt application here as 


to justify quotation of the same. It follows: 


Custom and reason require that a trade-mark shall have an existence 
so distinct from the goods to which it is applied that it will be readily 
recognized by the public and by purchasers as an arbitrary symbol adopted 
to authenticate origin. The surface effect which the applicant calls his 
trade-mark is not so clearly distinct from the article upon which it appears 
as to be readily recognizable as an arbitrary symbol for this purpose, and, 
in my opinion, it would not be so recognized by those not specially informed. 


We agree with the tribunals of the Patent Office that, since ap- 
pellant is depending upon color which has been painted upon the 


surface of the article sold without the formation of any particular 


design, it could not serve a trade-mark purpose and therefore is not 
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registrable, and the decision of the Commissioner of Patents is 
affirmed. 


HatFieE_p, J., concurs in the conclusion. 


GENERAL SHOE CorRPORATION V. ForstTNER CHAIN CoRPORATION 
United States Court of Customs and Patent Appeals 
July 8, 1940 


TrApe-Marks—CaNnCELLATION—-Boots AND SHOES AND JEWELRY—Goops OF 
Dirrerent Descriptive PROPERTIES. 

Boots, shoes and slippers held to be of different descriptive proper- 
ties from key chains, watch chains, tie holders, collar pins, collar hold- 
ers, necklaces, bracelets, and cuff buttons, and shirt studs made of or 
plated with precious metal and wrist watch bracelets. 

Appeal from a decision of the Commissioner of Patents dis- 
missing a petition for cancellation. Affirmed. For the Commis- 
sioner’s decision, see 29 T.-M. Rep. 453. 


Thos. L. Mead, Jr., of Washington, D. C., and Ernest P. Rogers, 
of Atlanta, Ga., for appellant. 

Herbert J. Jacobi and Geo. C. Bladt, both of Washington, D. C., 
for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark cancellation 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Interferences dismissing appel- 
lant’s petition for the cancellation of appellee’s trade-mark registra- 
tion No. 349,267, issued August 24, 1937 on an application, No. 
390,205, filed March 18, 1937 under the Trade-Mark Act of Feb- 
ruary 20, 1905, as amended. 

Appellee’s mark consists of the word “Fortune,” and, accord- 
ing to the registration, is for use on “key chains, watch chains, tie 
holders, collar pins, collar holders, necklaces, bracelets; and cuff 
buttons, and shirt studs made of or plated with precious metal, and 
wrist watch bracelets.” 

In its petition for cancellation appellant alleged that it was 
the owner of the trade-mark “‘Fortune,” for use on “boots, shoes and 
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slippers of leather, fabric or combinations thereof”; that it adopted 
its trade-mark about September 22, 1932, and has since continu- 
ously advertised it and used it in connection with the sale of its 
boots, shoes, and slippers; and that the mark has become well known 
by the public. 

It appears from the record that appellee has used its mark on 
its goods since December 23, 1936. 

In view of the fact that appellant is the prior user of the word 
“Fortune” as a trade-mark, the sole issue in the case, the marks 
being identical, is whether the goods of the respective parties 
possess the same descriptive properties. If they do, appellant’s 
petition for cancellation should have been sustained. If they do 
not, the tribunals of the Patent Office were not in error in dismissing 
the petition. 

It is obvious from the record that, although the goods of the 
parties are sold at times in the same stores, they are not competitive, 
appellee’s goods being articles of jewelry and appellant’s goods 
being boots, shoes, and slippers of leather, fabric, or combinations 
thereof. 

Many cases are cited and reviewed in the brief of counsel for 
appellant in an effort to establish that the goods of the parties 
possess the same descriptive properties. 

We have given careful consideration to all of the decisions cited 
as well as the arguments presented here by counsel for appellant, 
but are unable to hold that appellee’s articles of jewelry are goods 
of the same descriptive properties as appellant’s boots, shoes, and 
slippers, although the goods of the parties are at times sold in the 
same stores. 

We find nothing of record to indicate that the purchasing public 
would be likely to believe that appellant’s boots, shoes, and slippers, 
on the one hand, and appellee’s articles of jewelry, on the other, 
were manufactured by the same concern. 

We are of opinion that the issues here involved are akin to those 
involved in the cases of Mohawk Milk Products Company, Inc. v. 
General Distilleries Corporation, 25 C. C. P. A. (Patents) 990 [29 


T.-M. Rep. 202], Carnation Company v. California Growers 
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Wineries, Inc., 25 C. C. P. A. (Patents) 1277 [28 T.-M. Rep. 317], 
97 F. (2d) 80 (28-317), wherein it was held, in the General Distil- 
leries Corporation case, that gin and c:nned milk and cream, 
although beverages, were not goods possessing the same descriptive 
properties and, in the Carnation Co. case, that condensed milk and 


other “milk products” and wines and brandies were not goods of the 
same descriptive properties. 





Although it is now and always has been the policy of this court 
to give the language “merchandise of the same descriptive proper- 
ties,’ used in Section 5 of the Trade-Mark Act of February 20, 1905, 
a liberal interpretation in order to effectuate the purpose of the 
act, we are not prepared to hold that boots, shoes, and slippers, on 
the one hand, and articles of jewelry such as those hereinbefore 
enumerated, on the other, are goods possessing the same descriptive 
properties. 


For the reasons stated, the decision of the Commissioner of 
Patents is affirmed. 


Garrett, Presiding Judge, took no part in the consideration or 
decision in this case. 


Josepu Tetiey & Co., Inc. v. Fant Mitiurna Co. (Tex-O-Kan 
Fiour Mitts Co., joined with Applicant) 


Opposition Nos. 16,483 and 16,517 
Cancellation No. 3,200 


United States Court of Customs and Patent Appeals 


May 6, 1940 


Trape-MarKs—OpposirIion—WuHEAT Fiour AND TEA, Corree, CHOCOLATE, 
Erc.—Goops or SAME Descriptive PROPERTIES. 

Held that tea, coffee, coca, chocolate, sugar, spices, prepared pud- 
dings and jams, spreads for bread, cake, and crackers, namely cheese, 
relish, preserves and mixed meat spreads have the same descriptive 
properties as wheat flour of high gluten content. 

TrapeE-MarKs—OpposirioN—Device oF ELEPHANT’s HEAD AND Sipe VIEW 
or EverpHant’s Heap—Non-Conruictinc Marks. 

A trade-mark consisting of the representation of the head of an 

elephant holding a package in its trunk, held not to be confusingly 
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similar to a mark consisting of the representation of the side view of 
an elephant and the words “King Elefant,” particularly as the repec- 


tive goods are not sold through the same channels. ; 


Appeal from a decision of the Commissioner of Patents in an 
opposition proceeding in favor of appellee. Affirmed. For the 
Commissioner’s decision, see 29 T.-M. Rep. 53. 


H. J. Jacobi and Geo. C. Baldt, both of Washington, D. C., for 
appellant. 


Richard L. Underwood, of Washington, D. C., for appellee. 


Hatrietp, J.: These are appeals in two trade-mark opposition 
proceedings and a trade-mark cancellation proceeding from the deci- 
sions of the Commissioner of Patents reversing the decisions of the 
Examiner of Interferences sustaining appellant’s notices of opposi- 
tion to the registration of two of appellee’s trade-marks, and sus- 
taining appellant’s petition for the cancellation of appellee’s regis- 
tered trade-mark. 

The trade-marks involved in these appeals will be hereinafter 
described. 

The three cases were consolidated and submitted to the tribunals 
of the Patent Office on a single record. Accordingly, we shall dis- 
pose of the issues presented in one opinion. 

No evidence was submitted by appellant in any of the three 
cases relative to the use of its trade-marks. 

Evidence was introduced by the Fant Milling Company on 
October 30, 1937, consisting of the oral testimony of the witness 
James A. Fent, general manager of that company, and certain 
documentary evidence consisting of invoices showing sales by that 
company of its goods under its involved trade-marks. 

Subsequent to the introduction of that evidence, it was ascer- 
tained by counsel for appellees that on May 31, 1937, five months 
prior to the taking of the testimony of the witness Fant, the Fant 
Milling Company had sold, assigned, and transferred all of its 


right, title, and interest in and to its registered trade-mark, together 


with the good-will of the business in connection with which its 


trade-mark was used, to the Tex-O-Kan Flour Mills Company (a 
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Delaware corporation, having its principal office and place of busi- 
ness in Dallas, Texas), which assignment was duly recorded in the 
United States Patent Office July 2, 1987, and that on or about May 
31, 1937, the Fant Milling Company had sold, assigned, and trans- 
ferred all of its assets, including its trade-marks and good-will of the 
business in connection with which its trade-marks were used, to the 
Tex-O-Kan Flour Mills Company, which assignment was duly 
recorded in the United States Patent Office on December 23, 1937. 
Thereupon, counsel for the Tex-O-Kan Flour Mills Company, who 
also represented the Fant Milling Company, moved to substitute 
the Tex-O-Kan Flour Mills Company for the Fant Milling Company 
in the cancellation proceeding and in each of the opposition proceed- 
ings, and called the attention of the Examiner of Interferences to 
the fact that the assignments by the Fant Milling Company to the 
Tex-O-Kan Flour Mills Company, hereinbefore referred to, were 
recorded in the United States Patent Office. (For reasons which 
are of no importance here, the motions of counsel for the Fant Mill- 
ing Company were denied.) 

By virtue of the stipulation entered into by counsel for the 
parties, dated December 16, 1937, the Tex-O-Kan Flour Mills Com- 
pany, on December 22, 1937, was substituted for the Fant Milling 
Company in the cancellation proceeding, and, on January 17, 1938, 
upon motions made by it, the Tex-O-Kan Flour Mills Company, 
over the objections of counsel for appellant, was joined as a party 
with the applicant—the Fant Milling Company—in each of the op- 
position proceedings. (We may state at this point that, in view 
of the facts and circumstances appearing of record, we think the 
joining of the Tex-O-Kan Flour Mills Company as a party with the 
Fant Milling Company in each of the opposition proceedings was 
proper. ) 

On February 28, 1938, appellant moved to strike from the record 
the evidence submitted by the Fant Milling Company for the fol- 
lowing reasons: First, that it did not appear from that evidence that 
it was submitted by or on behalf of a “corporation identified with 


said registration,” or a corporation identified with the applications 
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for registration involved in the two opposition proceedings; second, 
that “There appears in the records of the Patent Office, a Bill of 
Sale and an Assignment, copies of which are attached hereto, which 
reveal that at the time the evidence was adduced .. . . the trade- 
mark was owned by the Tex-O-Kan Flour Mills Company, and yet 
the sole witness produces evidence and testimony that the mark was 
still being used by a certain Fant Milling Company” (italics ours) ; 
and third, that “The Fant Milling Company about which the evi- 
dence is given is not proved to be a party interested in the present 
proceedings because of the lack of identity.” 

The Examiner of Interferences found it unnecessary to pass 
upon appellant’s motion, and, accordingly, did not do so. 

In his original decisions, the Commissioner of Patents also 
stated that it was unnecessary to pass upon appellant’s motion to 
strike the evidence introduced by the Fant Milling Company, 
although in those decisions he apparently considered that evidence. 
In his decisions, in answer to appellant’s requests for reconsidera- 
tion of his original decisions, the Commissioner denied appellant's 
motion to strike, and his decisions in that respect are assigned as 
error in this court. 

Counsel for appellant argue here that the motion to strike the 
evidence introduced by the Fant Milling Company should have been 
granted by the tribunals of the Patent Office for the following rea- 
sons: First, that that evidence does not establish that the Fant Mill- 
ing Company, on whose behalf it was submitted, is a corporation, 
although that company, the registrant in the cancellation proceed- 
ing and the applicant in each of the opposition proceedings, appears 
to be a Texas corporation; second, that the evidence does not identify 


the Fant Milling Company as the registrant in the cancellation pro- 


ceeding, or the applicant in the opposition proceedings ; third, that 
the only witness who testified on behalf of the Fant Milling Com- 
pany was James A. Fant, who stated that on October 30, 1937, the 
date on which his testimony was given, the Fant Milling Company 
was still using each of appellees’ involved trade-marks, although 
five months prior thereto he, as president of the Fant Milling Com- 


pany, had signed and acknowledged the assignments hereinbefore 
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referred to; and fourth, that the witness failed to mention in his 
testimony that all of the right, title, and interest in and to each of 
the trade-marks here involved and the good-will of the business in 
connection with which such trade-marks were used had been sold, 
assigned, and transferred to the Tex-O-Kan Flour Mills Company, 
and that, therefore, his testimony should be given but little 
credence. 

It is true that the sole witness in the case, James A. Fant, did 
not identify the Fant Milling Company as the owner of any of 
the trade-marks involved in these proceedings. However, from a 
consideration of the evidence sought to be stricken from the record 
(the substance of which will be hereinafter set forth) together with 
the assignments by the Fant Milling Company to the Tex-O-Kan 
Flour Mills Company, which assignments counsel for appellant in- 
troduced into the record as a part of their motion to strike, we 
think the Fant Milling Company is sufficiently identified as a cor- 
poration and the original owner of the trade-mark registration 
sought to be cancelled in the cancellation proceeding, as well as 
the original applicant for the registration of the trade-marks _in- 
volved in the two opposition proceedings. 

Although we do not wish to be understood as approving the 
manner in which the involved cases have been presented on behalf 
of appellees, we are of opinion that the Commissioner of Patents 
was right in overruling appellant's motion to strike the evidence 
introduced by the Fant Milling Company, at least so far as it 
relates to the use by the Fant Milling Company of the involved 
trade-marks on its goods to the date of certain assignments of its 
right, title, and interest in and to its trade-marks hereinafter dis- 
cussed. Accordingly, we will proceed to a consideration of the in- 
volved cases on the merits. 


Appeal Nos. 4258 and 4259 
Trade-Mark Opposition Nos. 16,486 and 16,517 


These are appeals in trade-mark opposition proceedings in which 
appellant in opposition No. 16,486, opposed the Fant Milling Com- 
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pany’s application No. 386,763, filed December 15, 1936, for the 
registration of a trade-mark, comprising the words “King Elefant”’ 
appearing immediately above a pictorial representation of the side- 
view of an elephant, for use on “wheat flour with high gluten con- 
tent,” and in opposition No. 16,517, opposed the Fant Milling Com- 
pany’s application No. 386,764, filed December 15, 1936, for the 
registration of a trade-mark, comprising the words “King Elefant” 
appearing immediately above, and the word “Special” immediately 
beneath, a pictorial representation of the side-view of an elephant, 
for use on “wheat flour with special high gluten content [ italics 
ours],” the word “Special” being disclaimed apart from the mark 
as shown. 

In its notices of opposition, appellant alleged that it was the 
owner of the following trade-mark registrations: Registration No. 
17,082, issued October 1, 1889, on an application filed August 19, 
1889, for a composite trade-mark, comprising the words “Tetley’s 
Tea” appearing in prominent type immediately above a pictorial 
representation of the head of an elephant, together with other 
ancillary features, such as two packages suspended from the ele- 
phant’s up-lifted trunk and a waving flag appearing on each side of 
the head, for use on tea; registration No. 325,485, issued June 25, 
1935, on an application filed January 30, 1935, for the words “Ele- 
phant Brand,” the word “Brand” being disclaimed apart from the 
mark as shown, for use on tea; and registration No. 294,997, issued 
June 14, 1932, on an application filed May 4, 1931, for a trade- 
mark, comprising a pictorial representation of the head of an ele- 
phant having a package held in the trunk beneath the tusks, for use 
on “‘tea, coffee, coca, chocolate, sugar, spices, prepared puddings and 
jams; spreads for bread, cake, and/or crackers—namely, cheese, 
relish, preserves, and mixed meat spreads.” Appellant also alleged 
ownership of several other registrations of composite marks, which 
include the head of an elephant, and in one instance an elephant and 
a rider thereon, together with the word “Tetley,” which marks, due 
to the views we hold, need not be fully described here. Most of 


those marks are for use on tea only. One, however, is for use on 
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tea, coffee, cocoa, chocolate, sugar, and spices, and another is for 
use on “‘tea, coffee, cocoa, chocolate, sugar, spices, prepared pud- 
dings and deserts; bread, cake, and/or cracker spread such as jam 
and jellies and fruit juices.’ Appellant further alleged that it 
would be damaged by the registration of appellees’ marks. 

It appears from the evidence introduced by the Fant Milling 
Company, hereinbefore referred to, that that company’s principal 
place of business is in Sherman, Grayson County, Texas; that that 
company, since May 1, 1921, had been, and at the time the assign- 
ments hereinbefore referred to were made was engaged in the 
“manufacture and sale of flour, cream meal, mixed feeds and the mill 
feeds”; that during that entire period it had manufactured flour of 
high gluten content “for use by commercial bakers,” and had sold 
it to commercial bakers under the trade-mark “Red Elefant’’ (in- 
volved in the cancellation proceeding, appeal No. 4260); that the 
“Red Elefant” trade-mark comprises the words “Red Elefant” ap- 
pearing immediately beneath a pictorial representation “printed in 
red” of the side-view of an elephant; that the Fant Milling Com- 
pany adopted the “King Elefant’ and “King Elefant Special” 
trade-marks in July, 1936; and that from that date to the date of 
the assignments hereinbefore referred to the Fant Milling Company 
used each of those marks in interstate commerce on flour of high 
gluten content. 

It may be said at this point that, although it appears from the 
record, as hereinbefore noted, that, on or about May 31, 1937, the 
Fant Milling Company sold, transferred, and assigned all of its 
assets, including its trade-marks, to the Tex-O-Kan Flour Mills 
Company, the witness Fant stated that the Fant Milling Company 
had thereafter continued to sell the gluten flour under the involved 
trade-marks, but he did not explain by what authority it did so. 
However, there is no issue presented here between the Fant Milling 
Company and the Tex-O-Kan Flour Mills Company. 

It further appears from the evidence that the flour sold under 
the “King Elefant Special” trade-mark was of slightly higher 
gluten content than that sold under the “King Elefant” trade-mark ; 





TETLEY & CO. V. FANT MILLING CO. 463 


that the flours sold under those trade-marks “are used mostly by 
bakers in the New York market who bake a high grade of hearth 
bread which is not generally used through the rest of the Fant Mill- 
ing Company’s territory [italics supplied], and that the gluten 
flours and the involved trade-marks have been advertised, to what 
extent the witness did not state, in certain trade publications which 
are circulated to bakers, flour brokers, and millers throughout the 
United States. 

Although the evidence introduced by the Fant Milling Company 
is not entirely satisfactory, we think it clearly appears therefrom 
that appellees’ gluten flour is manufactured for sale and is sold 
exclusively, either directly or indirectly through brokers, to com- 
mercial bakers for use in making gluten bread. 

“Gluten bread,” as defined in Webster's New International 
Dictionary, has a low starch content, and is prepared expressly for 
use by persons suffering from diabetes. 

It is evident, therefore, that appellees’ gluten flour is sold to dis- 
criminating purchasers. 

In all of appellant’s registrations relied upon here, except two, 
hereinbefore described, the word “Tetley,” which is the dominant 
feature of appellant’s corporate name, appears as a prominent 
feature of its trade-marks. 

Although appellant has relied upon the term “Elephant’’ in its 
registration No. 325,485 to indicate the origin of its tea, and upon 
a pictorial representation of the head of an elephant in registration 
No. 294,997 to indicate origin in it of “tea, coffee, cocoa, chocolate, 
sugar, spices, prepared puddings and jams; spreads for bread, 
cake, and/or crackers—namely, cheese, relish, preserves, and mixed 
meat spreads,” we may take judicial notice of the fact that all of the 


goods on which those trade-marks are used are sold at retail to the 


general public; whereas, according to the evidence of record, ap- 


pellees’ goods are sold to more discriminating purchasers—brokers 
and commercial bakers. 
We are in agreement with the views expressed by counsel for 


appellant that the goods of the respective parties possess the same 
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descriptive properties. Nevertheless, we are in accord with the 
views expressed by the Commissioner of Patents that, taking into 
consideration the differences in the marks of the parties, the goods 
on which their marks are used, and the people to whom such goods 
are sold, the registration of appellees’ “King Elefant” and “King 
Elefant Special’ marks will not be likely to cause confusion or mis- 
take in the mind of the public, and that appellees are entitled to 
have each of their marks registered. 

We may state in conclusion that if, contrary to the views we 
hold, the “King Elefant” and “King Elefant Special’ trade-marks 
are confusingly similar to appellant’s registered elephant-head 
trade-mark (registration No. 294,997, from which it appears that, 
with the exception of its use on tea, appellant has used the mark 
only since January 12, 1929), the latter mark might, in a cancella- 
tion proceeding be held to be confusingly similar to appellee’s regis- 
tered “Red Elefant” trade-mark (registration No. 315,296, in- 
volved in the cancellation proceeding), which mark the Fant Milling 
Company adopted and used long prior to the use by appellant of its 
elephant-head trade-mark on goods other than tea. That issue, 
however, is not before us. 

For the reasons stated, the decision of the Commissioner of 


Patents in each of the involved appeals is affirmed. 


Appeal No. 4260 
Trade-Mark Cancellation No. 3200 


This is a trade-mark cancellation proceeding in which appellant 
seeks to cancel appellee’s trade-mark registration No. 315,296, issued 
July 24, 1934 on an application—No. 346,500—filed by the Fant 
Milling Company on January 25, 1934 for appellee’s “Red Ele- 
fant” trade-mark for use on wheat flour. 

Appellee’s registered mark, hereinbefore described in appeals 
No. 4258 and 4259, comprises the words “Red Elefant” appearing 


immediately beneath a pictorial representation “printed in red” of 


the side-view of an elephant. 
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Appellant alleged in its petition for cancellation that it was the 
owner of the several registrations, hereinbefore set forth in ap- 
peals Nos. 4258 and 4259; that the goods of the parties possess the 
same descriptive properties; that appellee’s registered mark is con- 
fusingly similar to appellant’s registered marks, and that, therefore, 
appellant has been damaged by appellee's registration. 

No evidence was introduced by appellant as to the use of its 
marks. 

It appears from the record that all of appellant’s registrations, 
except registration No. 17,082 issued October 31, 1889, for the 
trade-mark hereinbefore described in the companion appeals, were 
adopted by appellant subsequent to the year 1822, when appellee’s 
predecessor, the Fant Milling Company, adopted and first used its 
registered mark. Accordingly, the sole issue involved in this appeal 
is whether appellee’s registered mark “Red Elefant” is confusingly 
similar to appellant’s mark registered in 1889, the dominant fea- 
tures of which are the word “Tetley” and the head of an elephant. 

As stated in the companion appeals, the word “Tetley,” which is 
the dominant feature of appellant’s corporate name, appears, 
together with the word “‘tea,” immediately above the representation 
of an elephant head in the registered mark of appellant here in- 
volved. 

It appears from the record, as hereinbefore noted, that appel- 
lee’s predecessor, the Fant Milling Company, adopted the “Red 
Elefant” trade-mark early in the year 1922, and used it on the 
goods and in the manner hereinbefore set forth. 

Considering the differences in the goods of the respective parties 
(appellant’s being tea and appellee’s wheat flour) together with the 
differences in the involved trade-marks, we are of opinion that the 
marks are not confusingly similar and that appellee’s predecessor 
was entitled to the use of its mark on the date of its application for 
the registration thereof. 


The decision of the Commissioner of Patents is affirmed. 


Lenroot, J., dissenting in part: With respect to the conclusion 
reached in appeals Nos. 4258 and 4259, it is my opinion that the 
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marks involved in appellee’s applications are confusingly similar 
with appellant’s mark, registration No. 294,997, comprising a 
pictorial representation of the head of an elephant, having a package 
held in the trunk beneath the tusks, for use on spreads for bread, 
cake, crackers, and other goods. Appellee, in adopting the mark 
consisting of the representation of the side view of an elephant and 
the words “King Elefant” for use on wheat flour of high gluten 
content, has incorporated in legal effect the entire mark of appel- 
lant above described. In the case of Carmel Wine Co. v. Cali- 
fornia Winery, 38 App. D. C. 1 [2 T.-M. Rep. 33], which has been 
cited with approval by us in the case of Frankfort Distilleries, Inc. 
v. Kasko Distillers Products Corp., Patent Appeal No. 4305, 27 
C. C. P. A. (Patents) ——-, —— F (2d) —— [80 T.-M. Rep. 
339], it was stated: 

.. It goes without saying that one has no right to incorporate the 
mark of another as an essential feature of his mark. Such a practice would 
lead to no end of confusion, and deprive the owner of a mark of the just 
protection which the law accords him. 

It is my opinion that some of the goods upon which appellant’s 
mark above described is used, viz., spreads for bread, cake, and 
crackers, are so nearly related to the goods upon which appellee's 
marks are used, namely, wheat flour of high gluten content, that 
purchasers of appellee’s goods bearing its trade-marks would be 
likely to ascribe origin of the same to appellant, believing that the 
slight difference in marks arose only because of the different char- 
acter of the goods to which the marks are applied. 

The majority opinion states that under the evidence appellee’s 
goods are sold only through brokers and to commercial bakers. I 
think it is a fair assumption that in the ordinary course of business 
appellant’s goods are also sold through brokers and to commercial 
bakers, although not exclusively so, and in the ordinary course of 
business a broker might well conclude that an offer of sale of “King 
Elefant” brand of wheat flour of high gluten content was an offer 
of goods produced by appellant. 


With respect to appeal No. 4260, I am in agreement with the 


conclusion reached by the majority and the reasoning upon which 
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it is based. The distinction between this case and the opposition 
cases lies in the composite nature of appellant’s mark, registration 
No. 17,082, compared with the “Red Elefant’’ mark of appellee, and 
in the fact that the goods on which the respective marks are used 
are confined to tea and wheat flour, whereas in the opposition cases 
the entire mark of appellant there involved was, in effect, incor- 
porated by appellee in its marks and used upon goods closely re- 


lated to the goods upon which appellant uses its mark. 


Bianp, J., dissenting in part: I agree to the conclusions in the 
foregoing opinion by Lenroot, Judge, who dissented in part, and 
one of the reasons which leads me to disagree with the views of the 
majority in appeals Nos. 4258 and 4259 is the fact that, in my 
opinion, the differences in the character of purchasers of the respec- 
tive goods is overemphasized. While such differences may be a 
circumstance in some cases which is worthy of some consideration, 
it should not be overemphasized in view of the fact that trade 
practices frequently change. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—E vidence 


Frazer, A. C.: Vacated his decision of April 10, 1940, and dis- 
missed the petition of Frutana Company for cancellation of trade- 
mark registration No. 343,627, issued February 23, 1937, under the 
provisions of the Act of March 19, 1920, to one John Joseph Mus- 
selman. 

The Assistant Commissioner pointed out that the Examiner of 
Interferences sustained the petition to cancel on the ground that 
petitioner had established use of the trade-mark upon which it relied 
as of an earlier date than that of respondent’s first use of his 
registered mark. He quoted from his previous decision affirming 
the Examiner’s decision and then said: 


Respondent now points out that the ground of cancellation upon which 
I thus based my decision was not pleaded in the petition to cancel, and 
hence could not properly be considered as a basis for judgment. Respond- 
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ent’s position in that regard is unquestionably sound. In fact, I doubt that 
the allegations of the petition to cancel are sufficient to support a judg- 
ment in petitioner's favor upon any theory. Respondent makes no such 
contention, however; and, as I am now convinced that the petition should 
be dismissed, the point need not be developed. 

The Examiner was of the opinion that petitioner had established use of 
its trade-mark here involved, by itself and its predecessors in interest, since 
“about 1920 or 1921, or at least prior to 1925, the earliest date to which the 
respondent is here found to be entitled.” Keeping in mind that upon this 
issue petitioner had the burden of proof, and that doubts created by its 
own record must be resolved against it, I am unable to agree with the 
Examiner. It is difficult to determine with any degree of certainty just 
when such use began, but I doubt that it was earlier than 1927, and I 
think that petitioner’s evidence of use prior to April, 1925, when respondent 
began using his mark, is clearly insufficient. 

The applicable rule is stated as follows in Corpus Juris: 

“Where the evidence on an issue of facts is in equipoise or there is any 
doubt on which side the evidence preponderates, the party having the bur- 
den of proof fails upon that issue. That is to say, if the evidence touching 
a disputed fact is equally balanced, or if it does not produce a just, ra- 
tional belief of its existence, or if it leaves the mind in a state of per- 
plexity, the party holding the affirmative as to such fact must fail.” 23 
C. d. iL. 

Petitioner’s asserted use of its mark prior to 1927 is supported merely 
by the uncorroborated testimony of several interested witnesses, much of 
which is flatly contradicted by witnesses called by respondent, and all of 
which is vague and indefinite and in many respects conflicting. Petitioner’s 
most convincing witness as to such use is one Harry Mazur, in the absence 
of whose testimony petitioner’s case would be hopeless beyond argument. 
Taken alone, I am inclined to think that Mr. Mazur’s testimony would sup- 
port the Examiner’s finding. He is discredited, however, not only by the 
testimony of others, but by his own prior sworn statement. 

On February 21, 1938, petitioner, which is a co-partnership, applied for 
registration of the trade-mark here in question. The application was 
executed by Mr. Mazur as “one of the partners,” and was filed in the 
Patent Office by petitioner’s attorney in the present proceeding. In said 
application occurs the following averment: 

“The trade-mark has been continuously used and applied to said goods 
in applicant’s business since 30th day of April, 1929.” 

I have searched the record in vain for an explanation of this dis- 
crepancy between Mr. Mazur’s testimony and his previous assertion. Un- 
explained, it casts a grave doubt upon his credibility as a witness. This 
and other doubts, created by an examination of the entire record, constrain 
me to hold that petitioner has failed to prove, by a fair preponderance of 
the evidence, that it had used the mark upon which it relies at any time 
prior to respondent’s first use of his mark here involved.1 


1Frutana Company v. John Joseph Musselman, Canc. No. 3377, 163 
M. D. 471, June 25, 1940. 
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Conflicting Marks 


Van Arspae, A. C.: Disposed of two trade-mark cancellation 
proceedings involving the parties Plough, Inc., and The Penetrene 
Corporation (The Lawrence-Williams Company, assignee, sub- 
stituted ). 


In his decision in cancellation proceeding No. 3300, the As- 
sistant Commissioner said: 


In this cancellation proceeding, No. 3300, Plough, Inc., seeks to cancel 
trade-mark registration No. 205,555, registered November 10, 1925, to The 
Penetrene Corporation for liniments, and The Penetrene Corporation, by 
way of counterclaim, seeks cancellation of two trade-mark registrations 
owned by Plough, Inc., to wit: registration No. 100,580, registered October 
20, 1914, for medicinal liniment, and renewed to Plough, Inc., and regis- 
tration No. 151,573, registered February 7, 1922, for mouth wash. 

This cancellation proceeding No. 3300 is companion to another cancella- 
tion proceeding, No. 3086, in which The Penetrene Corporation (The 
Lawrence-Williams Company, assignee, substituted) seeks cancellation of 
trade-mark registration No. 296,485, registered August 9, 1932, by Plough, 
Inc., for a medicinal preparation consisting of mutton suet salve for ex- 
ternal use in the treatment of various ailments, including rheumatic pains, 
lumbago, neuralgia, sprains, and muscular soreness, bruises, and certain 
other ailments, and in its counterclaim in proceeding No. 3300 again prays 
for cancellation of registration No. 296,485. 

These two cancellation proceedings were consolidated for the purpose 
of argument and briefing at final hearing and on this appeal. Companion 
decisions were rendered by the Examiner of Interferences. 

In Cancellation No. 3086 the Examiner dismissed the petition for can- 
cellation of registration No. 296,485, and this decision has been affirmed on 
appeal in a decision rendered concurrently herewith. 

From the records in these proceedings it appears that in May, 1932, 
Plough, Inc., acquired trade-mark registration 100,580, of the word “Pene- 
troil” for medicinal liniment and the good-will of the business with which 
this mark was associated, and has continued to use this mark on such goods 
ever since; and that in September 1933, Plough, Inc., acquired trade-mark 
registration No. 151,573, of the word “Penetro” for a mouth wash and the 
good-will of the business associated with this mark, and has continued to 
use this trade-mark for mouth wash ever since. On August 9, 1932, Plough, 
Inc., secured registration No. 296,485 of the word “Penetro” for a medicinal 
preparation, namely, mutton suet salve for external use in the treatment 
of certain ailments, as previously stated, first use of this mark “Penetro” 
on this specific preparation being stated in the registration as January 29, 
1932. 

The Penetrene Corporation registration No. 205,555 discloses a com- 
posite mark comprising the word “Penetrene” appearing in white letters 
on a solid black oval pierced by an arrow. In this registration it is stated 
that the registrant is the owner of a trade-mark registration No. 30,040, 
which issued May 18, 1897. This latter registration is also of a composite 
mark, and comprises the word “Penatrine” below which is the representa- 
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tion of a sealing wax seal bearing the inscription “P Co” surrounded by two 
concentric circles. 

The Examiner of Interferences has held that a purported assignment of 
registration No. 30,040 to The Penetrene Corporation effected merely an 
abandonment of the mark thereof because there was no transfer to The 
Penetrene Corporation of any business or good-will of any business with 
which the trade-mark had been used, and the record shows The Penetrene 
Corporation not to be such successor to the registrant of registration No. 
30,040 as would entitle The Penetrene Corporation to rely on the ownership 
and use of this mark by the registrant, as predecessor of The Penetrene 
Corporation, to secure cancellation of Plough, Inc., registrations Nos. 100,- 
580 and 151,573. In this holding I agree, for the reasons stated by the 
Examiner of Interferences. Since registration No. 30,040, or the use of the 
mark thereof by the registrant thereof, does not inure to the benefit of The 
Penetrene Corporation, that registrant is deemed an outside party to these 
proceedings and such registration and use of that mark by that registrant 
may not validly be urged by The Penetrene Corporation against the validity 
of registrations Nos. 100,580 and 151,573. The Standard Brewing Company 
v. Interboro Brewing Company, 44 App. D. C. 193; 1916 C. D. 114 [6 T.-M. 
Rep. 139}. 

It is considered the Examiner of Interferences was correct in dismissing 
the counterclaim of The Penetrene Corporation seeking cancellation of 
registration Nos. 100,580 and 151,573. 

The Penetrene Corporation was organized early in 1925. About that 
time it began to use the mark “Penetrene” on liniment, and secured regis- 
tration 205,555 thereon. Plough, Inc., is entitled, through its predecessors, 
to carry back the exclusive right to the use*of the mark “Penetro” for 
mouth wash and the use of the mark “Penetroil” for medicinal liniment to 
dates long prior to The Penetrene Corporation’s entry into the field. Regis- 
trations 100,580 and 151,573 being valid and existing and The Penetrene 
Corporation’s prayer that these marks be canceled being denied, the Ex- 
aminer of Interferences properly adjudged registration No. 205,555 should 
be canceled in view of those registrations. 

This leaves for determination the question whether, in view of the ad- 
judication that registration 205,555 should be canceled, the use of the mark 
of that registration by The Penetrene Corporation on liniment ever since 
the early part of 1925 constitutes a valid and adequate ground for sustaining 
its petition to cancel registration No. 296,485 of Plough, Inc. 

Registration 296,485 is for the word “Penetro.” The mark used by The 
Penetrene Corporation is the composite mark comprising the word “Pene- 
trene” on a solid black oval pierced by an arrow. These two marks are 
not identical and in fact have considerable dissimilarity, although in a broad 
sense they may be considered to be confusingly similar when applied to 
liniment on the one hand and on the other hand to the goods specified in 
registration No. 296,485, Malone v. Horowitz, 17 C. C. P. A. 1252; 41 F. 
(2d) 414 [20 T.-M. Rep. 462]. 

Because The Penetrene Corporation cannot validly claim to be damaged 
by the use by Plough, Inc., of the mark “Penetroil” of registration No. 100,- 
580 on medicinal liniment or of the mark “Penetro” of registration No. 151,- 
573 on a mouth wash, I am of the opinion, on the record as presented, that 
The Penetrene Corporation has not established injury by the use by Plough, 
Inc., of the mark “Penetro” on the goods named in registration No. 296,485. 
However, had Plough, Inc., been unsuccessful in obtaining cancellation of 
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registration No. 205,555 of The Penetrene Corporation, a consideration of 
the effect of that registration would be required. American Cyanamid 
Company v. Synthetic Nitrogen Products Corp., 19 C. C. P. A. 1235; 58 
F. (2d) 834 [22 T.-M. Rep. 275]. 

It is my opinion that, since the mark of this registration No. 296,485 
is the same as the mark of registration No. 151,573, also owned by Plough, 
Inc., and the goods named in these registrations cover goods of the same 
descriptive properties, the prior use and registration by Plough, Inc., 
through its predecessor, of the mark “Penetro” for mouth wash entitles 
it to assert right to exclusive use and registration of the word “Penetro” for 
the goods named in registration No. 296,485, notwithstanding the adoption 
and use by The Penetrene Corporation of the mark shown in registration 
No. 205,555 for liniment. Kress § Co. v. Kaufmann Department Stores, 
Inc., 466 O. G. 748 [29 T.-M. Rep. 454]. 

For the reasons appearing in this decision, I consider the Examiner of 
Interferences to have been correct in dismissing the counterclaim herein 
filed by The Penetrene Corporation seeking cancellation of registration 
No. 296,485, of Plough, Inc. 


In his decision in cancellation proceeding No. 3086, the As- 
sistant Commissioner said: 


For substantially the reasons set forth in said decision of even date here- 
with in Cancellation No. 3300, the decision of the Examiner of Interfer- 
ences dismissing the petition for cancellation herein is affirmed.? 


Frazer, A. C.: Held that Simon C. Nadell is not entitled to 
register a certain trade-mark for beer, ale and like beverages in 
view of its similarity to a previously registered mark for ale. 

In his decision the Assistant Commissioner said: 


Both marks are oval in background, and both include the words “Black 
Horse” prominently displayed in association with a full view silhouette of 
a black horse facing toward the left. As pointed out in the brief, appli- 
cant’s horse is “slender” while the horse of the registered mark is “stal- 
wart,” and both marks include additional features between which there is 
no similarity. I am clearly of the opinion, however, that these differences 
are insufficient to insure against confusion in the concurrent use of the 
two marks upon the goods involved. In fact I think such confusion would 
be well nigh inevitable.* 


2 Plough, Inc. v. The Penetrene Corporation (The Lawrence-Williams 
Company, Assignee, Substituted), Canc. No. 3300, and The Penetrene 
Corporation (The Lawrence-Williams Company, Assignee, Substituted) v. 
Plough, Inc., Canc. No. 3086, 163 M. D. 519, and 163 M. D. 522, June 4, 1940. 


§22 
) Ex parte Simon C. Nadell, Ser. No. 417,295, 163 M. D. 525, June 7, 1940. 



















THIRTIETH TRADE-MARK REPORTER 


Corporate Name 


Frazer, A. C.: Held that Western Auto Supply Company is not 
entitled to register the word “Wizard” as a trade-mark for in- 
candescent electric lamps. 


Pointing out that the Examiner’s grounds of rejection were that 
applicant’s mark is confusingly similar to the mark of another previ- 
ously registered for goods of the same descriptive properties and is 
the name of Wizard, Inc., a corporation of the State of Delaware, 
and agreeing with counsel that applicant would be entitled to an in- 
terference with the cited registration if the second ground of re- 
fusal be overcome, the Assistant Commissioner said: 


Counsel argues with considerable force that “Wizard” is not the com- 
plete name of Wizard, Inc., insisting that the abbreviation “Inc.” is an 
essential part thereof. Pointing out that there is nothing in the record to 
indicate that the corporation would be injured by the registration of appli- 
cant’s mark, or that confusion would be likely to result from its use, coun- 
sel thus invokes the following language of the Supreme Court in the case 
of American Steel Foundries v. Robertson, 269 U. S. 372, 1926 C. D. 289 
[13 T.-M. Rep. 389]: 

“Where the appropriation of the corporate name is complete, the rule 
of the statute, by its own terms is absolute and the proposed mark must 
be denied registration without more. But where less than the whole name 
has been appropriated, the right of registration will turn upon whether it 
appears that such partial appropriation is of such character and extent 
that, under the facts of the particular case, it is calculated to deceive or 
confuse the public to the injury of the corporation to which the name 
belongs.” 

I have given careful consideration to the very able discussion presented 
in the brief, but I am constrained to disagree with counsel’s views. This 
question has been adjudicated in a number of Patent Office decisions; and 
as I stated in the case of White Cap Co. v. Allied Stores Corporation, 503 
O. G. 870 [29 T.-M. Rep. 408]: 

“It has been the uniform practice to ignore such words as ‘company, 
‘incorporated’ and ‘limited’ in corporate names, on the theory that they do 
not serve to identify any particular corporation.” 

Moreover, it was expressly held by the Commissioner of Patents in Ev 
parte Gruendler Crusher & Pulverizer Co., 156 M. D. 710, 10 U. S. P. Q. 
174, that the word “Wizard” is the corporate name of Wizard, Inc., within 
the meaning of the Trade-Mark Act; and upon the record here presented, 
I am not prepared to overrule that case.4 


+ Ex parte Western Auto Supply Company, Ser. No. 404,067, 163 M. D. 
526, June 10, 1940. 
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Goods of Same Descriptive Properties 


Frazer, A. C.: Reversed the decision of the Examiner of Inter- 
ferences and sustained the opposition of The Jeffrey Manufacturing 
Company to a trade-mark registration applied for by Ulrich Manu- 
facturing Company. 


The marks involved are here reproduced: 


APPLICANT’s Mark Opposer’s Mark 


In his decision the Assistant Commissioner said: 


That applicant’s mark very closely simulates the mark of opposer is 
manifest. Nor can I escape the conviction that such simulation was inten- 
tional, for it seems incredible that a monogram of such peculiarity of design 
should have been so nearly imitated by chance. This is a circumstance to 
be considered in determining the question of likelihood of confusion in the 
use of the two marks. Lever Bros. Co. v. Riodela Chemical Co., 17 C. C. P. A. 
1272, 41 F. (2d) 408 [20 T.-M. Rep. 311]. 

The Examiner of Interferences was the opinion, however, that the 
goods in which the parties deal are of different descriptive properties. In 
this I think he erred. 

Applicant’s mark, used since July 14, 1937, is sought to be registered 
for “a piston expander and a piston drill guide block,” in Class 23. Op- 
poser’s mark was registered June 2, 1936, for a long list of articles, likewise 
in Class 23, including such items as clutches, gears, machine bushings and 
bearings, bearing boxes, and gear racks. Also it appears from the record 
that opposer has applied the mark, since 1935, to pistons sold as replace- 
ment parts for certain of its machines. 

It is true, as pointed out by the Examiner, that opposer’s goods and ap- 
plicant’s are used in different industries and are not sold through the same 
trade channels; but it is my opinion that in part, at least, they possess the 
same descriptive properties within the meaning of the Trade-Mark Act. 
While I entertain some degree of doubt upon the subject, such doubt must, 
of course, be resolved in favor of the first to use its mark.® 


* The Jeffrey Manufacturing Company v. Ulrich Manufacturing Com- 
pany, Opp’n No. 17,444, 163 M. D. 533, June 20, 1940. 
























THIRTIETH TRADE-MARK REPORTER 


Interference—Evidence 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter 
ferences sustaining the opposition of Esbeco Distilling Corporation 
to the application of Old Joe Distilling Company for registration 
of the notation “Old Joe” as a trade-mark for whisky. 


The Assistant Commissioner reviewed the facts, as follows: 


Opposer uses the same mark on the same goods, so that the only ques- 
tion to be determined is that of priority. Applicant claims to have estab- 
lished use of the mark by itself and its predecessors since 1886; but as op- 
poser’s use dates only from February 27, 1934, the evidence regarding 
applicant’s earliest alleged use need not be considered. 

About 1912 a corporation bearing the same name as that of the present 
applicant commenced the manufacture and sale of whisky under the trade- 
mark “Old Joe,” and continued so to do until 1917. In 1920 that corpora- 
tion sold its physical assets, including its remaining stock of whisky, to its 
president, Gratz B. Hawkins. In May, 1923, a quantity of this whisky was 
stored in a bonded warehouse in the name of the corporation as owner, 
and negotiable warehouse receipts therefor were issued to the corporation. 
On November 8, 1924, the corporation was dissolved. 

Notwithstanding its dissolution, Mr. Hawkins continued to use the cor- 
poration’s name in disposing of the warehouse receipts, which were sold 
from time to time to various licensed retailers throughout the prohibition 
era. All of the whisky released by the warehouse upon surrender of these 
receipts bore the “Old Joe” trade-mark. 

In July, 1933, the present applicant was incorporated, with Mr. Hawkins 
as president. There is in the record, over opposer’s objection that it is 
“incompetent as not being the best evidence,” a purported copy of “ex- 
cerpts from minutes of directors meeting of Old Joe Distilling Company 
duly held on September 12, 1933,” from which I quote the following com- 
munication addressed to the company and signed by Mr. Hawkins: 

“There has been presented to you by Mrs. Agnes F. Brown a proposal 
providing for the conveyance to you of certain real property and the grant 
to you of a certain easement, in consideration of the issuance and delivery 
by you of 49,500 shares of your common stock, and the undersigned agrees 
that when and as said proposal shall be accepted by you, he will assign and 
transfer to you the good-will now owned by him and formerly connected 
with the distillery business operated by him in Anderson County, Kentucky 
(which business was suspended on or about the year 1917 because of the 
amendment to the United States Constitution, prohibiting the sale of in- 
toxicating liquor), together with a list of customers of said business, 
formulae, trade-marks and brands owned in connection therewith, includ- 
ing the trade-mark and brand of ‘Old Joe’ used on whisky sold by said 
business.” 

Mr. Hawkins testified that the transaction referred to “was consum- 
mated on or about that time.” 


He then said: 
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Briefly summarized, the foregoing are the essential facts upon which 
applicant rests its claim of succession to ownership of the trade-mark in 
question. In my opinion such ownership has not been established. 

Assuming, without deciding, that Mr. Hawkins, as he seems to contend, 
acquired title to the mark from the original Old Joe Distilling Company 
when he purchased its stock of whisky, and that his sale of the warehouse 
receipts, in exchange for which the whisky was released to purchasers, con- 
stituted use by him of the trade-mark, proof still was required of a valid 
transfer from Mr. Hawkins to applicant. It was said by the Court of 
Customs and Patent Appeals in Kelly Liquor Co. v. National Brokerage 
Co., 26 C. C. P. A. 1110, 108 F. (2d) 857 [29 T.-M. Rep. 279]: 

“But a trade-mark can be transferred only in connection with the trans- 
fer of an existing business. A trade-mark is treated as merely a protec- 
tion for good-will, and is not the subject of property except in connection 
with an existing business.” 

Mr. Hawkins did not pretend to transfer an existing business to appli- 
cant. What he did undertake to transfer was a thing figmental. It was 
not his business of trading in negotiable warehouse receipts. It was merely 
the purported good-will of a “distillery business” that had never existed. 
Mr. Hawkins had never engaged in that business personally, and prior to 
1920 he had not even been connected with his alleged assignor, which dis- 
continued its distillery business in 1917. It follows that his quoted com- 
munication and his testimony in relation thereto amounted to nothing more 
than abandonment of any interest he might have possessed in the trade- 
mark, and conferred upon applicant no rights other than those resulting 
from such abandonment and its own subsequent adoption and use of the 
abandoned mark. 

Moreover, what has been said presupposes that the copy of “excerpts 
from minutes” of applicant’s directors meeting of September 12, 1933, is 
properly in evidence. I do not think it is. Obviously, the best evidence of 
the minutes of a directors meeting is the original record of such minutes. 
The exhibit would thus have to be disregarded as proof against opposer 
in any event. 

Applicant asserts that its own use of the trade-mark in question is 
shown to have commenced as early as February 6, 1934, when a shipment 
of “Old Joe” whisky was made by the bonded warehouse upon Mr. Haw- 
kins’ order. That, however, was obviously Mr. Hawkins’ personal transac- 
tion with which applicant had no connection. Testifying as a witness for 
applicant, Mr. Hawkins stated definitely that applicant first began “bottling, 
labeling and selling ‘Old Joe’ whisky in August, 1934.” Upon the record, 
that is the earliest date of use that applicant is entitled to claim. 

Applicant asserts that “Old Joe” is its corporate name, and was thus 
not subject to appropriation when adopted by opposer as a trade-mark. 
Be that as it may, the point is of no consequence in the present proceeding. 
Opposer is not here seeking to register the mark but only to prevent its 
registration to applicant. 

For the reasons stated I am of the opinion that the opposition was 
properly sustained, and the decision of the Examiner of Interferences is 
accordingly affirmed.® 


®° Esbeco Distilling Corporation v. Old Joe Distilling Company, Opp’n 
No. 18,020, 163 M. D. 530, June 17, 1940. 





































THIRTIETH TRADE-MARK REPORTER 


Variety Name 
y 





Frazer, A. C.: Held that Dixie Rose Nursery is not entitled to 
register the words “Texas Centennial,” in association with an out- 
line map of Texas, as a trade-mark for rose plants and cuttings and 
scions therefrom. 

Pointing out that the Examiner rejected the application because 
applicant failed to comply with his requirement that applicant dis- 
claim the notation “Texas Centennial” on the ground that it is a 
“variety name of a particular rose,’ the Assistant Commissioner 
said: 






I agree with counsel for applicant that the registrability of trade- 
marks for plants should be determined upon precisely the same considera- 
tions as those that govern the registrability of trade-marks for any other 
articles of commerce. It follows that I am also in agreement with counsel 
that trade-mark protection should not be here denied merely because ap- 
plicant’s “Texas Centennial” rose is patented. Upon these points I am un- 
able to adopt in its entirety the reasoning set forth in the several carefully 
prepared actions the Examiner has rendered during the prosecution of this 
case. I am of the opinion, however, that the Examiner’s refusal to register 
applicant’s mark was proper, because I am convinced that the expression 
“Texas Centennial,’ as used with applicant’s goods, is devoid of trade- 
mark significance. In other words, I think it has been employed exclusively 
as a variety name, and that the purchasing public has been taught to regard 
it as such, rather than as a trade-mark. 

“Texas Centennial” is one of a hundred varieties of hybrid tea rose 
listed in applicant’s catalog of record, each bearing its own distinctive 
name. Others, taken at random from the list, are “American Beauty,” 
“Carmelita,” “Red Radiance,” “Ophelia,” and “Sunburst.” Each is the 
name of a particular type, style, or variety of rose, and would be likely 
to convey no other meaning to purchasers. That is the sense, I believe, in 
which “Texas Centennial” would likewise be understood. 









He then added: 







There is another reason why applicant’s mark as presented should be 
refused registration under the Trade-Mark Act of 1905. As already noted, 
the mark comprises an outline map of the State of Texas and the name of 
that State. Both the map and the name are, of course, geographical, and 
their disclaimer on that ground would be required even were the mark 
otherwise unobjectionable. In re Canada Dry Ginger Ale, Inc., 24 C. C. 
P. A. 804, 86 F. (2d) 830 [27 T.-M. Rep. 83].° 


9 Ex parte Dixie Rose Nursery, Ser. No. 377,574, 163 M. D, 528, June 
12, 1940. "9 













